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United States Patent and Traucinain winve
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: January 19, 2006
Opposition No 91168695
Serial No. 76619826

DAVILD SHYMATTA

425 N. COLUMBIA CENTER BLVD. N201

KENNEWICK, WA 99336
BellSouth Intellectual Property
Corporation

V.
Shymatta, David
Stephen M. Schaetzel
Kilpatrick Stockton LLP

1100 Peachtree Street Suite 2800
Atlanta, GA 30309-4530

Eric McWilliams, Paralegal Specialist:

A notice of opposition to the registration sought in the above-
identified application has been filed. The notice of opposition can be
viewed and printed at http://ttabvue.uspto.gov/

ANSWER IS DUE FORTY DAYS after the mailing date hereof. (See Trademark
Rule 2.196 for expiration date falling on Saturday, Sunday or a
hollday) .

Proceedings will be conducted in accordance with the Trademark Rules of
Practice, set forth in Title 37, part 2, of the Code of Federal Regulations.
The parties are reminded of the recent amendments to the Trademark Rules that
affect the rules of practice before the TTAB. See Rules of Practice for
Trademerk-Related Filings Under the Madrid Protocol Implementation Act, 68
Fed. R. 55,748 (September 26, 2003) (effective November 2, 2003);
Reorganization of Correspondence and Other Provisions, 68 Fed. Reg. 48,286
(August 13, 2003) (effective September 12, 2003). Notices concerning the
rules changes, as well as the Trademark Trial and Appeal Board Manual of
Procedure (TBMP), are available at www.uspto.gov/web/offices/dcom/ttab/.

The parties are particularly referred to Trademark Rule 2.126

pertaining to the form of submissions. Paper submissions, including
but not limited to exhibits and depositions, not filed in accordance
with Trademark Rule 2.126 may not be given consideration or entered

into the case file.
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Discovery and testimony periods are set as follows:
Discovery period to open: February 08, 2006
Discovery period to close: August 07, 2006
30-day testimony period for party

in position of plaintiff to close: November 05, 2006

30~day testimony period for party
in position of defendant to close: January 04, 2007

15-day rebuttal testimony period
for olaintiff to close: February 18, 2007

A party must serve on the adverse party a copy of the transcript of any
testimonyv taken during the party's testimony period, together with
copies of documentary exhibits, within 30 days after completion of the
taking of such testimony. See Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rule 2.128(a) and
(b). An oral hearing will be set only upon request filed as provided
by Trademark Rule 2.129.

NOTE: Tre Board allows parties to utilize telephone conferences to
discuss c¢r resolve many interlocutory matters that arise in inter
partes cases. See the Official Gazette notice titled “Permanent
Exparsior of Telephone Conferencing on Interlocutory Matters in Inter
Partes Cases Before the Trademark Trial and Appeal Board,” 1235 TMOG 68
{June 20, 2000). The notice is available at http://www.uspto.gov.
Interlocutory matters which the Board agrees to discuss or decide by
phone conference may be decided adversely to any party which fails to
participate.

If the parties to this proceeding are also parties to other Board
oroceedings involving related marks or, during the pendency of this
proceeding, they become parties to such proceedings, they should notify

the Board immediately, so that the Board can consider consolidation of

procesadings. |

New Developments at the Trademark Trial and Appeal Board

TTAB forms for electronic filing of extensions of time to oppose, notices of
opposition, and inter partes filings are now available at
nhttp://estta.uspto.gov. Images of TTAB proceeding files can be viewed using
TTABVue at http://ttabvue.uspto.gov.




TTAB

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

BELLSOUTH INTELLECTUAL )
PROPERTY CORPORATION, )
' )
Opposer, ) In the matter of Application
) Serial No. 76/619,826
v. ) Mark: CELL BELLS
)
DAVID SHYMATTA ) Opposition No.
) .
Applicant. ) "
NOTICE OF OPPOSITION

Opposer, BellSouth Intellectual Property Corporation (“BIPCO”), a Delaware
corporation located at 824 Market Street, Suite 901, Wilmington, Delaware 19801, believes
that it will be damaged by the registration of Applicant’s CELL BELLS mark (Serial No.

76/619,826) and opposes the same pursuant to 15 U.S.C. §1063, and 37 C.F.R. §§2.101 and

| o1/1p/e006 surtsbkliéaoboodd Fepinds for opposition are as follows:
01 FEz6ate 300.00 09 L

BIPCO is a wholly-owned subsidiary of BellSouth Corporation. BellSouth
Corporation and its affiliates offer and provide a variety of telecommunications goods and
services. BIPCO owns a family of Bell Marks, including the famous marks BELL, the

BELL Symbol, and BELLSOUTH. BIPCO licenses these marks to BellSouth Corporation
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and its affiliates, which in turn offer and provide a variety of telecommunications goods and
services under the famous trademarks.
2.

BIPCO’s Bell Marks, including the famous marks BELL and the BELL Symbol, have
been used by BIPCO’s licensees and their predecessors for more than 100 years in
association with a wide variety of telecommunications goods and services.

| 3.

Prior to the divestiture of the American Telephone & Telegraph Company (“AT&T”),
the “Bell System” included twenty-two (22) “Bell” operating telephone companies that
‘ provided telecommunications goods and services. Each “Bell” operating company was
owned by AT&T and each had the right to use the “Bell” name and marks, including the

word mark BELL. United States v. Western Electric Co., Inc., 569 F. Supp. 1057, 1062, n.

5, 1074, 1077-81 (D.D.C. 1983).
4.

Each “Bell” operating company shared in the “Bell System” heritage, and the related
goodwill, as represented by the “Bell” name and marks, including the marks BELL and the
BELL Symbol. As a result of their exclusive and extensive use by the “Bell” operating
companies, the “Bell” name and marks acquired significant goodwill and became famous

trademarks.
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5.
Pursuant to the orders of the United States District Court for the District of Columbia
(the “D.C. Court”) in Civil Action No. 82-0192, the Bell operating companies were divested

from AT&T, United States v. American Tel. and Tel. Co., 552 F. Supp. 131 (D.D.C. 1982),

and seven regional companies were established as holding companies for these former “Bell”

system telephone companies, United States v. Western Elec. Co., 569 F. Supp. 1057, 1062, n.

5 (D.D.C. 1983). BellSouth Corporation is one of these original seven holding companies.
6.

Pursuant to the orders of the D.C. Court, AT&T assigned all of its right, title and
interest in the “Bell” name and marks to the regional holding companies so that they could
use the “Bell” name and marks in their “existing relationship to telephone subscribers.”
United States v. Western Elec. Co., 569 F. Supp. at 1077-81.

7.

The D.C. Court ordered the issuance of concurrent federal registrations to the regional
companies, including BellSouth Corporation. The Patent and Trademark Office
subsequently issued concurrent use registrations to the regional companies, including
BellSouth Corporation. The D.C. Court oversaw and approved the assignment, and the
issuance of concurrent use registrations for the “Bell” name and marks assigned by AT&T to

the regional companies, including BellSouth Corporation. United States v. Western Electric,

Inc.. et al., C.A. No. 82-0192 (D.D.C. February 6, 1984).
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8.

Upon divestiture, BellSouth Corporation and/or its affiliates adopted, used and/or

continued use of the “Bell” name and marks in accordance with the orders and bpinions of

the D.C. Court so as to maintain a family of Bell marks (the “Bell Marks”), including the

word mark BELL, the BELL Symbol, and the word mark BELLSOUTH. Since divestiture,

BellSouth Corporation and its affiliates have continued to use the Bell Marks in accordance

with the opinions and orders of the D.C. Court.

9.

On September 1, 1998, BellSouth Corporation assigned all of its rights, title and

interests in the Bell Marks to BIPCO. Accordingly, BIPCO is a successor-in-interest to

BellSouth Corporation. BIPCO currently owns the following registrations and licenses the

use of the following marks to BellSouth Corporation and its affiliates:
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BELL Symbol “Telecommunications services” in | October 5, 1971 Incontestable
Reg. No. International Class 38. Famous
1,327,695
BELL “[T]elecommunications November 14, Incontestable
Reg. No. networks...; telephones and 1989 Famous
1,565,562 telephone accessories;

modems;...facsimile machines...;

telephone answering machines;

voice mail systems...and controls

for delivering and receiving
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messages Over telephone lines..
in International Class 9;

“Telephone, classified and
business directories...” in
International Class 16;

“Installing and maintaining
telecommunications systems and
equipment for others” in
International Class 37,

“Designing and engineering
telecommunications systems...”
in International Class 42;

“[M]anaging telecommunications
systems and equipment for
others” in International Class 35;

“Providing telecommunications
services to others” in International
Class 38.

BELL Symbol
Reg. No.
1,569,327

“Customer premises
telecommunications networks and
parts therefor; telephones and
telephone accessories...” in
International Class 9;

“Telephone, classified and
business directories...” in
International Class 16;

“Promoting the goods and
services of others through
consulting on directory
advertising programs, designing
directory advertisements and
listings and placing such
advertisements and listings in
directories...” in International

December 5,
1989

Class 35;

o Incontestable
e Famous
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“Installing and maintaining
telecommunications systems and
equipment for others” in
Intemational Class 37;

“Providing educational services,
seminars and workshops in
telecommunications skills and the
use of telecommunications
equipment and services” in
International Class 41;

“Designing and engineering
telecommunications systems and
equipment for others and related
consulting services” in
International Class 42;

BELL
Reg. No.
2,718,321

“Computer software to enable
electronic commerce...” in
International Class 9;

“Telecommunications services...”

in International Class 38,

“Entertainment and educational
services...” in International Class
41,

“Hosting of web sites of
others...” in International Class
42,

May 27, 2003

e Famous

BELLSOUTH
Reg. No.
1,459,196

“Telephone and business
directories...” in International
Class 16;

“Promoting the goods and
services of others through
consulting on directory
advertising programs; designing
directory advertisements and

September 29,
1987

e Incontestable
e Famous
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llstmgs and placing such
advertisements and listings in
directories; managing
telecommunications systems and
equipment for others” in
International Class 35;

“Installing and maintaining
telecommunications systems and
equipment for others” in
International Class 37,

“Providing telecommunications
services to others” in International
Class 38;

“Providing educational services,
seminars and workshops in
telecommunications skills and the
use of telecommunications
equipment and services” in
International Class 41;

“Designing and engineering
telecommunications systems and
equipment for others and related
consulting services” in
International Class 42.

BELLSOUTH
Reg. No.
1,565,559

“Customer premises
telecommunications networks and
parts therefore; telephones and
telephone accessories; modems;
computers; printers; facsimile
machines; multiplexors; computer
terminals; telephone answering
machines; voice mail systems
comprising telephone and
computer interface, computer
programs, and controls for

delivering and receiving messages

August 15,
1989

e Incontestable
e Famous
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global computer communications
networks, and for the execution of
business transactions using global
computer communications
networks...” in International
Class 9;

“Telecommunications services,
namely, electronic transmission of
data, sound, text, image messages,
video and documents via
computer network terminals...;
telecommunications gateway
services...” in International Class
38;

“Providing multiple-user access to
a multi-media
telecommunications network for
the transfer and dissemination of a
wide range of information...” in
International Class 42.
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over telephone lmes and
computer programs dealing with
telecommunications and business
management.” in International
Class 9.
BELLSOUTH “Computer software which May 11, 1999 e Famous
Reg. No. facilitates searching for and e Incontestable
2,244,189 transferring information across

See, respectively, Exhibits 1-7 hereto. All use of these marks inures to the benefit of BIPCO.

10.

Judicial authorities have recognized the marks BELL, the BELL Symbol, and

BELLSQUTH as famous trademarks. For example, in deciding a motion for summary




judgment in Opposition No. 87,654, styled BellSouth Corporation v. B.E.L.-Tronics Ltd., the
Trademark Trial and Appeal Board stated: “[BIPCO] has a well-known group of marks
based on the famous “BELL” mark. Members of this group of marks incorporate various
other terms and designs in conjunction with the word “BELL.” See Exhibit 8 hereto.
Furthermore, in BellSouth Corp. v. B.E.L.-Tronics Ltd., United States District Court for the
Northern District of Georgia, Civil Action No. 1-93-CV-1714-CC, the court stated: “The
mark [BELL] has been and continues to be a famous trademark.” The court further stated:
“BellSouth established ownership of a family of Bell Marks by using and promoting the
BELL Mark together in such a manner as to create among purchasers an association of
common ownership with the historical BELL system and is entitled to broader protection.”
See Exhibit 9, pp. 22, 24 hereto.
11.

By virtue of continuous and extensive sales and advertising in connection with
telecommunications-related goods and services, the marks BELL, the BELL Symbol, and
BELLSOUTH continue to be famous, and widely and favorably known to the public
throughout the United States. Moreover, the marks BELL, the BELL Symbol, and
BELLSOUTH became famous before any act complained of herein, and these marks

continue to be famous and entitled to a broad scope of protection.




12.

BIPCO owns and BellSouth Corporation and its affiliates continue to use a group of
well-known marks based on the famous BELL mark for a wide variety of
telecommunications-related goods and services.

13.

BellSouth Telecommunications, Inc. (“BST”), a wholly-owned subsidiary of
BellSouth Corporation, uses the famous mark BELLSOUTH in connection with the offering
of Cingular Wireless service through BST. More specifically, as shown by the advertisement
provided at <http://www.bellsouth.com/consumer/wireless/index.html>, a BellSouth
customer may obtain retail wireless services and telephones through BST. See Exhibit 10
hereto.

14.

On or about November 4, 2004, Applicant David Shymatta (“Shymatta”) filed a use-
based application to register the CELL BELLS mark on the Principal Register. This
application was assigned Serial No. 76/619,826.

15.

On or about August 24, 2005, Shymatta’s application Serial No. 76/619,826 was
published for opposition. As published, Shymatta’s application identified the relevant goods
and/or services as providing, “retail store services featuring cell phone accessories” in

International Class 35.

10
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After the CELL BELLS mark was published in the Official Gazette, BIPCO timely
requested extensions of time in which to file a Notice of Opposition, which continue through
and including January 11, 2006.

17.

On information and belief, Shymatta is using the CELL BELLS mark in connection

with telecommunications-related goods and services.
18.

BIPCO will be damaged by registration of Applicant’s CELL BELLS mark because
the CELL BELLS mark so closely resembles BIPCO’s famous BELL and BELLSOUTH
Marks, both of which were used in connection with telecommunications-related goods and
services, and registered in the United States in connection with telecommunications-related
goods and services, long before the date of Applicant’s first use of the CELL BELLS mark
that consumer confusion, mistake and deception are likely to resuit.

19.

The relevant public is likely to be confused into believing that Applicant’s
telecommunications-related services as offered under the CELL BELLS mark and which are
similar to the telecommunications-related goods and services offered by BIPCO under the
licensed Bell Marks, are offered by a BellSouth affiliate, or authorized, licensed, endorsed or

sponsored by BIPCO or one of its licensees. Registration of Applicant’s mark on the

11




Principal Register would thus be inconsistent with BIPCO’s exclusive rights in the Bell
Marks and BIPCO’s family of Bell Marks.
20.

BIPCO will be damaged by registration of Applicant’s CELL BELLS mark because
the subject mark so resembles BIPCO’s previously used, federally registered, and famous
Bell Marks as to be likely, when used on or in connection with the telecommunications-
related goods and services identified in Applicant’s application Serial No. 76/619,826 to
cause confusion, or to cause mistake, or to deceive in violation of Section 2 of the Lanham
Act, 15U.S.C. § 1052.

21.

BIPCO will be damaged by registration of Applicant’s CELL BELLS mark because
the subject mark dilutes and is likely to dilute the distinctiveness of BIPCO’s famous Bell
Marks by eroding consumers’ exclusive identification of these famous marks with BIPCO
and its licensees, and/or by tarnishing and degrading the positive associations and prestigious
connotations of the famous Bell Marks, and/or by otherwise lessening the capacity of the
Bell Marks to identify and distinguish the goods and services of BIPCO and its licensees.

22.

One original and two duplicate copies of this Notice of Opposition are enclosed. A
check in the amount of $300.00 to cover the filing fee is enclosed with the Notice of
Opposition. The Commissioner is authorized to debit the deposit account of Kilpatrick

Stockton LLP (deposit account no. 11-0860) for any deficiency in the required fee.

12




WHEREFORE, BIPCO requests that Application Serial No. 76/619,826 be refused
and this Notice of Opposition be sustained in favor of BIPCO.
This 11th day of January, 2006.

Regpectfully subfmtted,

2L R, MQ

/Stepl{en M. Sghaetzel

KILPATRICK STOCKTON LLP
1100 Peachtree Street

Suite 2800

Atlanta, Georgia 30309-4530

(404) 815-6500 (telephone)

(404) 815-6555 (facsimile)
sschaetzel@kilpatrickstockton.com
Attorney for Opposer

CERTIFICATE OF MAILING
I hereby certify that the foregoing NOTICE OF OPPOSITION is being deposited with the United States
Postal Service as Express Mail No. EV607733925US in an envelope addressed to: Commissioner for Trademarks,
P.O. Box 1451, Alexandria, VA 22313-1451.

This the 11th day of January, 2006.

uren T. Estrin

13




EXHIBIT 1




Int. Cl.: 38
Prior U.S. Cl.: 104

Reg. No. 1,327,695

United States Patent and Trademark Office Registered Oct. 5, 1971

SERVICE MARK

PRINCIPAL REGISTER
CONCURRENT USE

BELLSOUTH CORPORATION (GEORGIA COR-
PORATION)

675 WEST PEACHTREE STREET, N.E.

ATLANTA, GA 30375 , ASSIGNEE OF AMERI-
CAN TELEPHONE AND TELEGRAPH COM-
PANY (NEW YORK CORPORATION) NEW
YORK, NY 10007

FOR: TELECOMMUNICATION SERVICES,
IN CLASS 38 (U.S. CL. 104).

FIRST USE 8-18-1969, FIRST USED IN A DIF-
FERENT FORM IN 1889; IN COMMERCE
8-18-1969, FIRST USED IN A DIFFERENT
FORM IN 1889.

'ORIGINALLY REGISTERED ON OCT. 5, 1971

AS REG. NO. 921,734 AND SER. NO. 381,697.

THIS IS A CONCURRENT REGISTRATION
ISSUED PURSUANT TO THE OPINIONS
AND ORDERS OF THE UNITED STATES
DISTRICT COURT FOR THE DISTRICT OF
COLUMBIA IN UNITED STATES V.
WESTERN ELECTRIC CO,, INC,, CIVIL
ACTION NO. 82-0192, DATED JULY 8, 1983
AND FEBRUARY 6, 1984, AND SECTIONS
2(D) AND 37 OF THE LANHAM ACT, 15
U.S.C. SECTIONS 1052(D) AND 1119.
REGISTRATION IS NATIONWIDE, BUT IS
SUBJECT TO THE CONDITION THAT



1,327,695

REGISTRANT SHALL USE THE MARK
ONLY IN CONJUNCTION WITH ONE OR
MORE OF THE FOLLOWING MODIFIERS:
“BELLSOUTH,” “SOUTH CENTRAL BELL,”
"SOUTHERN BELL.” USE OF A MODIFIER
SHALL BE CONSIDERED TO BE IN
CONJUNCTION WITH THE MARK IF IT IS
USED IN SUFFICIENT PROXIMITY TO THE
MARK SUCH THAT A REASONABLE
OBSERVER WOULD NORMALLY VIEW
THE MARK AND THE MODIFIER IN A
SINGLE VISUAL IMPRESSION AND
WOULD RECOGNIZE THAT BOTH THE
MARK AND THE MODIFIER ARE BEING
USED BY REGISTRANT.

REGISTRANT'S RIGHT TO EXCLUSIVE USE
OF THE MARK IS SUBJECT TO THE
RIGHTS OF THE FOLLOWING COMPANIES,
TO WHICH CONCURRENT
REGISTRATIONS IN THE MARK HAVE
ALSO BEEN ISSUED, TO USE THE MARK
IN CONJUNCTION WITH ONE OR MORE OF
THE MODIFIERS SPECIFIED IN THOSE
REGISTRATIONS:

AMERICAN INFORMATION
TECHNOLOGIES CORPORATION
225 WEST RANDOLPH STREET
CHICAGO, IL 60606

BELL ATLANTIC CORPORATION
1310 NORTH COURT HOUSE ROAD
ARLINGTON, VA 22216

CINCINNATI BELL INC.
201 EAST FOURTH STREET
CINCINNATI, OH 45202

NYNEX CORPORATION
335 MADISON AVENUE
NEW YORK, NY 10017

PACIFIC TELESIS GROUP
140 NEW MONTGOMERY STREET
SAN FRANCISCO, CA 94105

THE SOUTHERN NEW ENGLAND
TELEPHONE COMPANY

227 CHURCH STREET

NEW HAVEN, CT 06506

SOUTHWESTERN BELL CORPORATION
1010 PINE STREET
ST. LOUIS, MO 63101

U S WEST, INC.
7800 EAST ORCHARD ROAD
ENGLEWOOD, CO 80111

OWNER OF U.S. REG. NO. 649,454

SER. NO. 81/327,695 , FILED 1-22-1971.

KIMBERLY KREHELY, EXAMINING ATTOR-

NEY




EXHIBIT 2




Int. Cls.: 9, 16, 35, 37, 38, 41 and 42

Prior U.S. Cls.: 21, 26, 38, 100, 101, 103, 104 and 107

Reg. No. 1,565,562

‘United States Patent and Trademark Office Registered Nov. 14, 1989

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

BELL

BELLSOUTH CORPORATION (GEORGIA COR-
PORATION)

SUITE 1800

1155 PEACHTREE STREET, N.E.

ATLANTA, GA 303676000

FOR: CUSTOMER PREMISES TELECOM-
MUNICATIONS NETWORKS- AND PARTS
THEREFOR; TELEPHONES AND TELEPHONE
ACCESSORIES; MODEMS; COMPUTERS;
PRINTERS; FACSIMILE MACHINES; MULTI-
PLEXORS; COMPUTER TERMINALS; TELE-
PHONE ANSWERING MACHINES; VOICE
MAIL SYSTEMS COMPRISING TELEPHONE
AND COMPUTER INTERFACE, COMPUTER
PROGRAMS, AND CONTROLS FOR DELIVER-
ING AND RECEIVING MESSAGES OVER
TELEPHONE LINES; AND COMPUTER PRO-
GRAMS DEALING WITH TELECOMMUNICA-
TIONS AND BUSINESS MANAGEMENT, IN
CLASS'9 (U.S. CLS. 21, 26 AND 38).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1900.

- FOR: TELEPHONE, CLASSIFIED AND BUSI-
NESS DIRECTORIES; AND EDUCATIONAL
PRINTED PUBLICATIONS IN TELECOMMUNI.

CATIONS SKILLS AND THE USE OF TELE-
COMMUNICATIONS EQUIPMENT AND SERV-
ICES, IN CLASS 16 (U.S. CL. 38).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1900.

FOR: PROMOTING THE GOODS AND SERV-
ICES OF OTHERS THROUGH CONSULTING
ON DIRECTORY ADVERTISING PROGRAMS,
DESIGNING DIRECTORY ADVERTISEMENTS

AND LISTINGS AND PLACING SUCH AD-
VERTISEMENTS AND LISTINGS IN DIREC-
TORIES; AND MANAGING TELECOMMUNI-
CATIONS SYSTEMS AND EQUIPMENT FOR
OTHERS, IN CLASS 35 (U.S. CLS. 101 AND 104).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1900.

FOR: INSTALLING AND MAINTAINING
TELECOMMUNICATIONS SYSTEMS AND
EQUIPMENT FOR OTHERS, IN CLASS 37 (U.S.
CL. 103).

FIRST USE 0-0-1900, IN COMMERCE
0-0-1900.

FOR: PROVIDING TELECOMMUNICATIONS
SERVICES TO OTHERS, IN CLASS 38 (U.S. CL.
104).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1900.

FOR: PROVIDING EDUCATIONAL SERV-
ICES, SEMINARS AND WORKSHOPS IN TELE-
COMMUNICATIONS SKILLS AND THE USE
OF TELECOMMUNICATIONS EQUIPMENT
AND SERVICES, IN CLASS 41 (US. CL. 107).

FIRST USE 1-0-1968; IN COMMERCE
1-0-1968.

FOR: DESIGNING AND ENGINEERING
TELECOMMUNICATIONS SYSTEMS AND
EQUIPMENT FOR OTHERS AND RELATED
CONSULTING SERVICES, IN CLASS 42 (U.S.
CLS. 100 AND 104).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1900.

THIS IS A CONCURRENT REGISTRATION
ISSUED PURSUANT TO THE OPINIONS OF




2 . 1,565,562

THE UNITED STATES DISTRICT COURT FOR
THE DISTRICT OF COLUMBIA IN UNITED
STATES V. WESTERN ELECTRIC CO., INC,
CIVIL ACTION NO. 82-0192, DATED JULY 8,
1983, AND FEBRUARY 6, 1984, AND SECTIONS
2(D) AND 37 OF THE LANHAM ACT, 15 US.C.
SECTIONS 1052(D) AND 1119. REGISTRATION
IS NATIONWIDE, BUT IS SUBJECT TO THE
CONDITION THAT REGISTRANT SHALL USE
THE MARK ONLY IN CONJUNCTION WITH
ONE OR MORE OF THE FOLLOWING MODI-
FIERS; “SOUTHERN BELL”, “SOUTH CEN-
TRAL BELL”, “BELLSOUTH”. USE OF A
MODIFIER SHALL BE CONSIDERED TO BE
IN CONJUNCTION WITH THE MARK IF IT IS
USED IN SUFFICIENT PROXIMITY TO THE
MARK SUCH THAT A REASONABLE OB-
SERVER WOULD NORMALLY VIEW THE
MARK AND THE MODIFIER IS A SINGLE
VISUAL IMPRESSION AND WOULD RECOG-
NIZE THAT BOTH THE MARK AND THE
MODIFIER ARE USED BY REGISTRANT.
REGISTRANT'S RIGHT TO EXCLUSIVE USE
OF THE MARK IS SUBJECT TO THE RIGHTS
OF THE FOLLOWING COMPANIES, TO
WHICH CONCURRENT REGISTRATIONS IN

THE MARK HAVE ALSO BEEN ISSUED, TO
USE THE MARK IN CONJUNCTION WITH
ONE OR MORE OF THE MODIFIERS SPECI-
FIED IN THOSE REGISTRATIONS; AMERI-
CAN INFORMATION TECHNOLOGIES COR-
PORATION, 30 SOUTH WACKER DRIVE, CHI-
CAGO, IL 60606; BELL ATLANTIC CORPORA-
TION, 1600 MARKET STREET, PHILADEL-
PHIA, PA 19103; CINCINNATI BELL INC., 201
EAST FOURTH STREET, CINCINNATI, OH
45202; NYNEX CORPORATION, 400 WEST-
CHESTER AVENUE, WHITE PLAINS, NY
10604; PACIFIC TELESIS GROUP, 130 KEARNY
STREET, SAN FRANCISCO, CA 94108, THE
SOUTHERN NEW ENGLAND. TELEPHONE
COMPANY, 227 CHURCH STREET, NEW
HAVEN, CT 06506; SOUTHWESTERN BELL
CORPORATION, ONE BELL CENTER, ST.
LOUIS, MO 63101, AND U S WEST, INC,, 7800
EAST ORCHARD ROAD, ENGLEWOOD, CO
80111.

OWNER OF U.S. REG. NOS. 1,327,668, 1,459,998
AND OTHERS.

SER. NO. 727,722, FILED 5-11-1988.

"SHARON R. MARSH, EXAMINING ATTORNEY




EXHIBIT 3




Int. Cls.: 9, 16, 35, 37, 41 and 42

Prior U.S. Cis.: 21, 26, 38, 100, 101, 103, 104 and 107

Reg. No. 1,569,327

United States Patent and Trademark Office Registered Dec. 5, 1989

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

BELLSOUTH CORPORATION (GEORGIA COR-
PORATION)

SUITE 1800

1155 PEACHTREE STREET, N.E.

ATLANTA, GA 303676000

FOR: CUSTOMER " PREMISES TELECOM-
MUNICATIONS NETWORKS AND PARTS
THEREFOR; TELEPHONES AND TELEPHONE
ACCESSORIES; MODEMS; COMPUTERS;
PRINTERS; FACSIMILE MACHINES; MULTI-

. PLEXORS; COMPUTER TERMINALS; TELE-

PHONE ANSWERING MACHINES; VOICE
MAIL SYSTEMS COMPRISING TELEPHONE
AND COMPUTER INTERFACE, COMPUTER
PROGRAMS, AND CONTROLS FOR DELIVER-
ING AND RECEIVING MESSAGES OVER
TELEPHONE LINES; AND COMPUTER PRO-

GRAMS DEALING WITH TELECOMMUNICA-
TIONS AND BUSINESS MANAGEMENT, IN
CLASS § (U.S. CLS. 21, 26 AND 38).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1900.

FOR: TELEPHONE, CLASSIFIED AND BUSI-
NESS DIRECTORIES; AND EDUCATIONAL
PRINTED PUBLICATIONS IN TELEPHONE
TELECOMMUNICATIONS SKILLS AND THE
USE OF TELECOMMUNICATIONS EQUIP-
MENT AND SERVICES, IN CLASS 16 (U.S. CL.
38).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1900.

FOR: PROMOTING THE GOODS AND SERV-
ICES OF OTHERS THROUGH CONSULTING
ON DIRECTORY ADVERTISING PROGRAMS,
DESIGNING DIRECTORY ADVERTISEMENTS




2 1,569,327

AND LISTINGS AND PLACING SUCH AD-
VERTISEMENTS AND LISTINGS IN DIREC-
TORIES; AND MANAGING TELECOMMUNI-
CATIONS SYSTEMS AND EQUIPMENT FOR
OTHERS, IN CLASS 35 (U.S. CLS. 101 AND 104).

FIRST USE 0-0-1900, IN COMMERCE
0-0-1900.

FOR: INSTALLING AND MAINTAINING
TELECOMMUNICATIONS SYSTEMS AND
EQUIPMENT FOR OTHERS, IN CLASS 37 (U.S.
CL.. 103).

FIRST USE 0-0-1%00; IN COMMERCE
0-0-1900.

FOR: PROVIDING EDUCATIONAL SERV-
ICES, SEMINARS AND WORKSHOPS IN TELE-
COMMUNICATIONS SKILLS AND THE USE
OF TELECOMMUNICATIONS EQUIPMENT
AND SERVICES, IN CLASS 41 (U.S. CL. 107).

FIRST USE 1-0-1968; IN COMMERCE
1-0-1968. :

FOR: DESIGNING AND ENGINEERING
TELECOMMUNICATIONS SYSTEMS AND
EQUIPMENT FOR OTHERS AND RELATED
CONSULTING SERVICES, IN CLASS 42 (US.
CLS. 100 AND 104).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1900.

THIS IS A CONCURRENT REGISTRATION
ISSUED PURSUANT TO THE OPINIONS OF
THE UNITED STATES DISTRICT COURT FOR
THE DISTRICT OF COLUMBIA IN UNITED
STATES V. WESTERN ELECTRIC CO., INC,
CIVIL ACTION NO. 82-0192, DATED JULY 3§,
1983, AND FEBRUARY 6, 1984, AND SECTIONS
2(D) AND 37 OF THE LANHAM ACT, 15 US.C.
SECTIONS 1052(D) AND 1119. REGISTRATION
IS NATIONWIDE, BUT IS SUBJECT TO THE
CONDITION THAT REGISTRANT SHALL USE
THE MARK ONLY IN CONJUNCTION WITH
ONE OR MORE OF THE FOLLOWING MODI-
FIERS: “SOUTHERN BELL”, “SOUTH CEN-

TRAL BELL”, “BELLSOUTH”. USE OF A
MODIFIER SHALL BE CONSIDERED TO BE
IN CONJUNCTION WITH THE MARK IF IT IS
USED IN SUFFICIENT PROXIMITY TO THE
MARK SUCH THAT A REASONABLE OB-
SERVER WOULD NORMALLY VIEW THE
MARK AND THE MODIFIER IN A SINGLE
VISUAL IMPRESSION AND WOULD RECOG-
NIZE THAT BOTH THE MARK AND THE
MODIFIER ARE USED BY REGISTRANT.
REGISTRANT'S RIGHT TO EXCLUSIVE USE
OF THE MARK IS SUBJECT TO THE RIGHTS
OF THE FOLLOWING COMPANIES, TO
WHICH CONCURRENT REGISTRATIONS IN
THE MARK HAVE ALSO BEEN ISSUED, TO
USE THE MARK IN CONJUNCTION WITH
ONE OR MORE OF THE MODIFIERS SPECI-
FIED IN THOSE REGISTRATIONS: THE
SOUTHERN NEW ENGLAND TELEPHONE
COMPANY, 277 CHURCH STREET, NEW
HAVEN, CT 06506; SOUTHWESTERN BELL
CORPORATION, ONE BELL CENTER, ST.
LOUIS, MO 63101; U S WEST, INC,, 7800 EAST
ORCHARD ROAD, ENGLEWOOD, CO 801}
AMERICAN INFORMATION TECHNOLOGIES
CORPORATION, 30 SOUTH WACKER DRIVE,
CHICAGO, IL 60606; BELL ATLANTIC CORPO-
RATION, 1600 MARKET STREET, PHILADEL-
PHIA, PA 19103; CINCINNATI BELL INC, 201
EAST FOURTH STREET, CINCINNATI, OH
45202; NYNEX CORPORATION, 400 WEST-
CHESTER AVENUE, WHITE PLAINS, NY
10604; PACIFIC TELESIS GROUP, 130 KEARNY
STREET, SAN FRANCISCO, CA 94108.

OWNER OF U.S. REG. NOS. 1,327,668, 1,459,998
AND OTHERS.

SER. NO. 727,723, FILED 5-11-1988.

SHARON R. MARSH, EXAMINING ATTORNEY




EXHIBIT 4




Int. Cls.: 9, 38, 41 and 42

Prior U.S. Cls.: 21, 23, 26, 36, 38, 100, 101, 104 and 107

Reg. No. 2,718,321
United States Patent and Trademark Office  Registered May 27, 2003
TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER
BELL

BELLSOUTH INTELLECTUAL PROPERTY COR-
PORATION (DELAWARE CORPORATION)

824 MARKET STREET

WILMINGTON, DE 19801

FOR: COMPUTER SOFTWARE TO ENABLE
ELECTRONIC COMMERCE, NAMELY, COMPU-
TER ELECTRONIC COMMERCE SOFTWARE TO
ALLOW USERS TO PERFORM ELECTRONIC BUSI-
NESS TRANSACTIONS VIA A GLOBAL COMPU-
TER NETWORK; COMPUTER SOFTWARE FOR
ENABLING ACCESS TO AND NAVIGATION OF
GLOBAL COMPUTER NETWORKS, INTERNAL
COMPUTER NETWORKS, NETWORKS OF TELE-
VISIONS, ON-LINE SERVICES AND COMPUTER
BULLETIN BOARDS; COMPUTER SOFTWARE
FOR TRANSFERRING INFORMATION ACROSS
GLOBAL COMPUTER COMMUNICATION NET-
WORKS; ELECTRONIC PUBLICATIONS DOWN-
LOADABLE TO A PERSONAL COMPUTER OR
TELEVISION VIA A GLOBAL COMPUTER NET-
WORK ON A VARIETY OF FIELDS; COMPUTER
GAMES DOWNLOADABLE TO A PERSONAL COM-
PUTER OR TELEVISION VIA A GLOBAL COMPU-
TER NETWORK, IN CLASS 9 (U.S. CLS. 21, 23, 26, 36
AND 38;.

FIRST USE 8-16-1996; IN COMMERCE 8-16-1996.

FOR: TELECOMMUNICATIONS SERVICES;
NAMELY, ELECTRONIC TRANSMISSION OF MES-
SAGES. DATA. IMAGES, VIDEO AND INFORMA-
TION VIA A GLOBAL COMPUTER
COMMUNICATIONS NETWORK; PROVIDING
TELECOMMUNICATIONS CONNECTIONS TO A
GLOBAL COMPUTER NETWORK, ON-LINE SER-
VICES AND BULLETIN BOARDS; PROVIDING
MULTIPLE USER ACCESS TO A GLOBAL COMPU-
TER NETWORK WHICH ALLOWS USERS TO AC-
CESS THE ONLINE COMPUTER SERVICES AND
ONLINE COMPUTER BULLETIN BOARDS OF
OTHERS; PROVIDING ACCESS TO A GLOBAL
COMPUTER INFORMATION NETWORK THAT

ENABLES USERS TO INTERACT WITH ONLINE
SOFTWARE APPLICATIONS PROGRAMS AND RE-
CEIVE INFORMATION; ELECTRONIC MAIL SER-
VICES; PROVIDING FILE SERVER HOSTING
SERVICES; PROVIDING MULTIPLE USER ACCESS
TO A GLOBAL COMPUTER NETWORK FOR THE
TRANSFER AND DISSEMINATION OF A WIDE
RANGE OF INFORMATION; PROVIDING TELE-
COMMUNICATIONS CONNECTIONS TO BACK-
BONE COMPUTER NETWORK TO ENABLE
OTHERS TO TRANSMIT CONTENT OVER A GLO-
BAL COMPUTER INFORMATION NETWORK,
PROVIDING ACCESS TO AN ELECTRONIC INTER-
ACTIVE NETWORK WHICH ENABLES USERS TO
ACCESS APPLICATIONS AND INFORMATION, FA-
CILITATES THE EXCHANGE OF INFORMATION
AMONG USERS, AND ALLOWS USERS TO PUR-
CHASE PRODUCTS ON-LINE, IN CLASS 38 (US.
CLS. 100, 10t AND 104).

FIRST USE 8-16-1996; IN COMMERCE R-16-1996.

FOR: ENTERTAINMENT AND EDUCATIONAL
SERVICES, NAMELY CONDUCTING CLASSES,
SEMINARS AND WORKSHOPS OVER A GLOBAL
COMPUTER NETWORK IN THE FIELD OF TELE-
COMMUNICATIONS AND COMPUTER SOFT-
WARE TRAINING, IN CLASS 41 (U.S. CLS. 100. 101
AND 107).

FIRST USE 8-16-1996; IN COMMERCE 8-16-1996.

FOR: HOSTING OF WEB SITES OF OTHERS ON
COMPUTER SERVER HARDWARE ACCESSIBLE
FROM A GLOBAL COMPUTER NETWORK; DE-
VELOPMENT AND MAINTENANCE OF WEB SER-
VERS SOFTWARE FOR OTHERS; AND COMPUTER
CONSULTATION FOR OTHERS; PROVIDING COM-
MUNITY INFORMATION OVER A GLOBAL COM-
PUTER INFORMATION NETWORK, IN CLASS 42
(US. CLS. 100 AND 101).

FIRST USE 8-16-1996;. IN COMMERCE 8-16-1996.




REGISTRATION PURSUANT TO THE OPINIONS
OF THE UNITED STATES DISTRICT COURT AS
CITED ABOVE- AMERICAN INFORMATION
TECHNOLOGIES CORPORATION, 30 SOUTH
WACKER DRIVE, CHICAGO, IL 60606, BELL
ATLANTIC CORPORATION, 1310 NORTH COURT-
HOUSE ROAD, ARLINGTON, VA 22201; CINCIN-
NATI BELL, INC, 201 EAST FOURTH STREET,
CINCINNATI, OH 45202, NYNEX CORPORATION,
1113 WESTCHESTER AVENUE, WHITE PLAINS, NY
10604, PACIFIC TELESIS GROUP, 130 KEARNY
STREET, SAN FRANCISCO, CA 94108; THE SOUTH-
ERN NEW ENGLAND TELEPHONE COMPANY, 227

CHURCH STREET, NEW HAVEN, CT 06506; SOUTH-
WESTERN BELL CORPORATION, ONE BELL CEN-
TER, ST. LOUIS, MO 63101; AND U § WEST, INC.,
6200 SOUTH QUEBEC ROAD, ENGLEWOOD, CO.
80111. CONCURRENT USE APPLICATION SERIAL
NO. 75/681755

OWNER OF US. REG. NOS. 1,327,677, 1,505,562
AND OTHERS.

SER. NO. 75-681,755, FILED 4-13-1999.

IRENE D. WILLIAMS, EXAMINING ATTORNEY




EXHIBIT 5




Int. Cls.: 16, 35, 37, 38, 41 and 42

~ Prior U.S. Cls.: 38, 100, 101, 103, 104 and 107

United States Patent and Trademark Office

Reg. No. 1,459,196
Registered Sep. 29, 1987

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

BELLSOUTH

BELLSOUTH CORPORATION (GEORGIA COR-
PORATION)

675 W. PEACHTREE ST, N.E.

ATLANTA, GA 30375

FOR: TELEPHONE AND BUSINESS DIREC-
TORIES AND EDUCATIONAL BOOKS AND
PAMPHLETS IN TELECOMMUNICATIONS
SKILLS AND THE USE OF TELECOMMUNI-
CATIONS EQUIPMENT AND SERVICES, IN
CLASS 16 (U.5. CL. 38).

FIRST USE 1-3-1984;
1-3-1984.

FOR: PROMOTING THE GOODS AND SERV.
ICES OF OTHERS THROUGH CONSULTING
ON DIRECTORY ADVERTISING PROGRAMS;
DESIGNING DIRECTORY ADVERTISEMENTS
AND LISTINGS AND PLACING SUCH AD-
VERTISEMENTS AND LISTINGS IN DIREC-
TORIES; MANAGING TELECOMMUNICA-
TIONS SYSTEMS AND EQUIPMENT FOR
OTHERS, IN CLASS 35 (U.S. CL. 101).

IN COMMERCE

FIRST USE '1-3-1984; IN COMMERCE
1-3-1984,
FOR: INSTALLING AND MAINTAINING

TELECOMMUNICATIONS SYSTEMS AND
‘EQUIPMENT FOR OTHERS, IN CLASS 37 (U.S.
CL. 103).

FIRST USE
1-3-1984.

FOR: PROVIDING TELECOMMUNICATIONS
SERVICES TO OTHERS, IN CLASS 38 (US. CL.
104).

FIRST USE
1-3-1984.

FOR: PROVIDING EDUCATIONAL SERV-
ICES, SEMINARS AND WORKSHOPS IN TELE-
COMMUNICATIONS SKILLS AND THE USE
OF TELECOMMUNICATIONS EQUIPMENT
AND SERVICES, IN CLASS 41 (US. CL. 107).

1-3-1984; IN COMMERCE

1-3-1984, IN COMMERCE

FIRST USE 1-3-1984; IN COMMERCE
1-3-1984.

FOR: DESIGNING AND ENGINEERING
TELECOMMUNICATIONS SYSTEMS AND

EQUIPMENT FOR OTHERS AND RELATED
CONSULTING SERVICES, IN CLASS 42 (US.
CL. 100).
FIRST USE
1-3-1984,
OWNER OF U.S. REG. NOS. 1,327,668, 1,327,758
AND OTHERS.

1-3-1984; IN COMMERCE

SER. NO. 622,503, FILED 9-29-1986.

DAVID SOROKA, EXAMINING ATTORNEY

|
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EXHIBIT 6




Int. Cl: 9
Prior U.S. Cls.: 21, 26 and 38

Reg. No. 1,565,559

United States Patent and Trademark Office Registered Nov. 14, 1989

TRADEMARK
PRINCIPAL REGISTER

BELLSOUTH

BELLSOUTH CORPORATION (GEORGIA COR-
PORATION)

SUITE 1800 ‘

1155 PEACHTREE STREET, N.E.

ATLANTA, GA 303676000

FOR: CUSTOMER PREMISES TELECOM-
MUNICATIONS NETWORKS AND PARTS
THEREFOR; TELEPHONES AND TELEPHONE
ACCESSORIES; MODEMS; COMPUTERS;

PRINTERS; FACSIMILE MACHINES; MULTI--

PLEXORS; COMPUTER TERMINALS; TELE-
PHONE ANSWERING MACHINES; VOICE
MAIL SYSTEMS COMPRISING TELEPHONE
AND COMPUTER INTERFACE, COMPUTER
PROGRAMS, AND CONTROLS FOR DELIVER-
ING AND RECEIVING MESSAGES OVER
TELEPHONE LINES; AND COMPUTER PRO-
GRAMS DEALING WITH TELECOMMUNICA-
TIONS AND BUSINESS MANAGEMENT, IN
CLASS 9 (U.S. CLS. 21, 26 AND 38).

FIRST USE 6-1-1984; IN COMMERCE
6-1-1984.

THIS IS A REGISTRATION ISSUED PURSU-
ANT TO THE OPINIONS OF THE UNITED
STATES DISTRICT COURT FOR THE DIS-
TRICT OF COLUMBIA IN UNITED STATES V.
WESTERN ELECTRIC CO, INC, CIVIL
ACTION NO. 82-0192, DATED JULY 8, 1983,
AND FEBRUARY 6, 1984, AND SECTION 2(D)
OF THE LANHAM ACT, 15 US.C. SECTION
1052(D). BECAUSE REGISTRANT SHARES THE
COMMON HERITAGE OF RIGHTS AND RE-
LATED GOODWILL IN THE “BELL” ELE-
MENT OF THE COMPOSITE MARK WITH

OTHER FORMER MEMBERS OF THE BELL

SYSTEM, REGISTRANT'S RIGHT TO EXCLU-

SIVE USE OF THE “BELL” ELEMENT OF THE
COMPOSITE MARK IS SUBJECT TO THE CON-
CURRENT RIGHTS WHICH THE FOLLOWING
COMPANIES HAVE IN THE “BELL” MARK AS
SPECIFIED IN THE OPINIONS OF THE
UNITED STATES DISTRICT COURT AS CITED
ABOVE; AMERICAN INFORMATION TECH-
NOLOGIES CORPORATION, 30 SOUTH
WACKER DRIVE, CHICAGO, IL 60606; BELL
ATLANTIC CORPORATION, 1310 NORTH
COURT HOUSE ROAD, ARLINGTON, VA
22216; BELLSOUTH CORPORATION, 675 WEST
PEACHTREE STREET, N.E., ATLANTA, GA
30375; CINCINNATI BELL INC, 201 EAST
FOURTH STREET, CINCINNATI, OH 45202;
NYNEX CORPORATION, 335 MADISON
AVENUE, NEW YORK, NY 10017; PACIFIC
TELESIS GROUP, 140 NEW MONTGOMERY
STREET, SAN FRANCISCO, CA 94105; THE
SOUTHERN NEW ENGLAND TELEPHONE
COMPANY, 227 CHURCH STREET, NEW
HAVEN, CT 06506; SOUTHWESTERN BELL
CORPORATION, ONE BELL CENTER, ST.
LOUIS, MO 63101; AND U S WEST, INC., 7800
EAST ORCHARD ROAD, ENGLEWOOD, CO
80111,

OWNER OF U.S. REG. NOS. 1,317,695, 1,459,998
AND OTHERS.
SER. NO. 719,542, FILED 3-29-1988.

SHARON R. MARSH, EXAMINING ATTORNEY




EXHIBIT 7




Int. Cls.: 9, 38 and 42

Prior U.S. Cls.: 21, 23, 26, 36, 38, 100, 101 and

104

Reg. No. 2,244,189

United States Patent and Trademark Office  Registered May 11, 1999

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

BELLSOUTH

BELLSOUTH CORPORATION (GEORGIJA COR-
PORATION)

1155 PEACHTREE STREET, N.E.

ATLANTA, GA 303093610

FOR: COMPUTER SOFTWARE WHICH FA-
CILITATES SEARCHING FOR AND TRANS-
FERRING INFORMATION ACROSS GLOBAL
COMPUTER COMMUNICATIONS NETWORKS,
AND FOR THE EXECUTION OF BUSINESS
TRANSACTIONS USING GLOBAL COMPUTER
COMMUNICATIONS NETWORKS; REMOTE
CONTROL UNITS FOR TELEVISION, IN
CLASS 9 (U.S. CLS. 21, 23, 26, 36 AND 38).

FIRST USE 8-16-1996; IN COMMERCE
8-27-1996.

FOR: TELECOMMUNICATIONS SERVICES,
NAMELY, ELECTRONIC TRANSMISSION OF
DATA, SOUND, TEXT, IMAGE MESSAGES,
VIDEO AND DOCUMENTS VIA COMPUTER
NETWORK TERMINALS, SET-TOP BOXES
AND TELEVISION RECEIVERS, TELECOM-
MUNICATIONS GATEWAY SERVICES; PRO-
VIDING TELECOMMUNICATIONS CONNEC-
TIONS TO A GLOBAL COMPUTER NETWORK;
ELECTRONIC MAIL SERVICES; ELECTRONIC
STORE-AND-FORWARD MESSAGING SERV-
ICES, IN CLASS 38 (U.S. CLS. 100, 101 AND {04).

FIRST USE 8-16-1996, IN COMMERCE
8-27-1996.

FOR: PROVIDING MULTIPLE-USER
ACCESS TO A MULTI-MEDIA TELECOM-
MUNICATIONS NETWORK FOR THE TRANS-
FER AND DISSEMINATION OF A WIDE
RANGE OF INFORMATION, NAMELY,
MOVIES, MUSIC, LOCAL, NATIONAL, CABLE
AND SATELITE TELEVISION PROGRAM-
MING, EDUCATIONAL PROGRAMMING,
NEWS, SPORTS, WEATHER AND INFORMA.-
TION OF INTEREST TO THE GENERAL
PUBLIC ON A RANGE OF TOPICS; PROVID-
ING ACCESS TO A GLOBAL COMPUTER IN-
FORMATION NETWORK FOR THE TRANS-
FER AND DISSEMINATION OF A WIDE
RANGE OF INFORMATION, IN CLASS 42 (US.
CLS. 100 AND 101).

FIRST USE 8-16-1996; IN COMMERCE
8-27-1996.

OWNER OF U.S. REG. NOS. 1,459,196, 2,020,258
AND OTHERS.
SER. NO. 75-273,982, FILED 4-14-1997.

WILLIAM P. SHANAHAN, EXAMINING AT-
TORNEY




EXHIBIT 8
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_ . - Ovrosition-No. 86,941 -

Ameritech Corporation
MAILED

V.
JUN 2 2 1954 '

B.E.L-Tronics Limited
PATATM. OFFICE

Befora Sams, Rice and Cissel Administrative Trademark Judges.

inion by Cissel, Adminigtrative Trademark Judge:

On March 11, 1991 3.E.L-Tronics Limited, a Canadian

corporation, applied to register the mark shown below

BEBEL

[ 4

BEL-TRONICS

on the Principal Register for "cordless telephones.® The

|

.application was based on applicant’s ass_e'rtion that it possessed a

bona fide intenticn to use the mark in coormexce on these products,

On February 10, 1992 a timely Notice of Opposition was filed
by Ameritech Corporation, a Delaware corporation. Opposexr

a8s8erted ownarghip and registration of a number of marks

incorporating the word *BELL." These marks are: "BELL Logo," for

telephone, audio program. telegraph, television, telephotograph,




lrj

Fosition No. 88,541

telemetering, sigraling and remote ccntrol services: radio paging
services; (1) +Bspr=0Y* for radio paging services;(2) "BELL Design»
Tor TelscemfuniZac ot gervices; t3) aad *OHIO BELL;!(4) *WISCONSIN
3ELL, * (5) wzprINOIS BELL;"(6) ~INDIANA BELL;*(7) <MICHIGAN
SzLL; * (8) *BELL; " (5) and "BELL Design;®{10) all for a variety of
goods and services in the telecomrunications field. Opposer
Fleaded tha: as a result of continuous and extensive use and
premotion of the *2ELL' family of marka by opposer and its
predecessor, these "BELL" marks are valuable assets of opposer,
and that applicant’s mark, as applied to the goods set forth in
the application, so resembles opposer’s marks that confusion is
likaly.

Apriican=z’s ans%e: cenied cthe esgential allegations of
opposer and "counterclaimed® to have the Board *sctrika" opposer’s

camplaint and declare its filing tec have been fraudulent.

(1) Registratior No. 1,327,675, igsued July 30, 1957; renewed.
(2)  Registratiez No. 1,327,684, issued July 5, 1960; renewed.
(3) Registration No. 1,327,693, issued Octoker §, 197i; renewed.

(4)  Regiscration Ko. 1,459,190, issued September 29, 1987;
partial Section 8 attidavic accepted

(5)  Registration No. 1,459,192, issued September 29, 1987;
partial Sectioa 8 affidavit accepted.

(6) Registration No. 1,459, 193, issued September 29 1987;
parctial Section 8 a'tidavic accepted.

{7 Registraticn No. 1, 459,199, issued September 29, 1987;
- parcial Secetion 8 atridavit accepted

(8) Registration No. 1,459,196, issued Octobar 6, 1987; parﬁial
Section 8 afrfidavic acce"ted

(9) Registracicn No. 1,545,197, issued June 27, 1989.




Ocrosicion No. 25,541

Applicant also asked the Board to declare oppoger’s counsel to
have violated the Rules of Practice. Opposer denied these
allegarions. i

Cn July 23, 1992 applicant moved to consolidate Opposition
'Nos. 86,941; 87,459; 87,460; 87,654; and 88,259. The other
oppositions were brought by NYNEX Corporation, U.S. West, Inc.,
BellSouth Corporation, and Southwestern Bell, each of which had
filed a separate notice of opposition. On October 22, 1892 che
motion to consolidate was denied, an&”applicanc'a ‘countexclaim®
was stricken.

On November S, 1992 applicant filed an amended answer which
adsserts as an 'affirmative defense' that opposer has unclean hands
because its use of the marks whica it asserts against applicant
bas been unlawful, i.e., in violation of orders of the United
States District Court for the District of Columbia.

This case ncw ccmes up on opposer’s January 1, 1993 motion
for summary judement. Submitted in support of the motion were
three volumes of materials, including £ifty-seven dittqrenc
exhibits, and a fourth volume containing four additional exhibits

of a confidential nature which are subject to a protective order.
Opposer also filed a brief in 8upport of its motion for summary
judgment, and applicant submitted a brief Tegsponsaive to the

motion, along with sixteen exhibits.

(10) Registration No. 1,545,198, issued June 27, 1989.

3




Opposizicn No. 86,.41

Cpposer’s suksequent motion to file a reply brief is hereby
grazted, although applicant oproged it. To grant sSuch a motion ig
within the Bcard‘’s discretion. -In the.case at hand we choose to
exercise our discrecion and consider opposer’'s reply brief in an
effort to understand more clearly the factual .and legal arguments
rmade bty the parties.

As has often been stated, the purpose of the summaxy judgment
mocioz procedure is judicial economy, namely, to save the time and
expense of a useless trial where £o genuine issue of material fact
remains and more evidence than is already available in connection
with the motion for summary judgment could not be reasaonably
exgected to change the resulct. See, £.9., Pure Gold, Inc. v.
Syntex (U.S.A.), Inc., 739 F.2d 624, 222 USPQ 741, 743 (Ped. Cir,.
1984) and Levi Strauss & Co. v. Genesco, Inc., 742 F.2d 1401, 222
USPQ 939, 941 (Fed. Cir. 1984). -The burder in a motion for
surmary judgment is on the moving party to establish prima facie
that there 1s no genmuine issue of material fact and that it is
enticled to a judgment as a matter of law. Fed. R. Civ. . 56(c).

Moreaver, on a motion for summary judgment, the function of

;he Board is nmot to try issues of fact, but rather to determine if
there are any genuine issues of material fact to be tried. In
this regard, all doubts as to whether or not particular faccual
issues are genuinely in dispute must be resolved against the
moving party and, similarly, all inferences to be drawn from the

undisputed facts must be viewed in the light most favorable to the

ponmoving party. See Flatley v. Trump, 11 USPQ2d 1284, 1287 (TTAB

1969) acd cases cited therein.

i
|
x
i
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Ocrrosition Nc. 85,941

If, by virtue of the pleadings, depositions, answers Co
interrcgatories, admissions, or affidavitsg, it is clear that there
is no genuize issue as to any material fac:t, and that the party
ﬁoving for summary judgment is encitled to judgment in its favor
as a matcer of law, such a judgment shall be rendered. ng. R.
Civ. P. S6(c). The party adverse to a properly supported motion
for sunmary judcmenat cannot rest on its pleading, but rather must
set forth, by affidavits or as otherwise provided by Rule Sg,
specific facts showing that there is.; genuine issue for trial.
Rule 56(e).

reful corsideration of the materials submitted by the
parties in thisg case reveals that there are not any genuine issues
of material fact which would require a trial. Opposer has’
established a factual basig for the Board to conclude that
confusion is likely. Applicant has not met its burden under
Paragraph (e) of Rule S6 of setting foxth facts which show that
disputes exist as to facts material to the pleaded issues, nor has
applicant ghown that based on the undisputed facts, opposer is not
entitled to judgment as a matter of law as to both the issue of
likelihood of confusion and the issue presented by applicanc'é
aftirmativé defense. . ‘

When the materials of record in connection with the motien

are evaluated in light of the factors sat forth in In re E.I. du

: Pont de Nemours & Co., 476 F.2d 1357 (CCPA 1973), to determine
- whecher confusion is likely, we find that the undisputed facts

- 8how that applicant’s mark, if applied to cordless telephones,




Oppcsition No. €%,341

would so resemble opposer’s famous mark "BELL®* and the bell
desigr, as well as trhe other relaced marks incorporating the word
*"BELL" regisce_ed.for oppager’s telecommunications products and
services, thar confusion would be likely. The primary materials
© from which we have reached this conclusion are the affidavit of
Raymond Lewis, thke person in charge of market communications and
adverctising for Ameritech Service, Inc., which is a wholly-owned
subsidiary cf a wholly-owned subsidiary of opposer; the affidavit
of Nicki Hilligos, a sales manager for Ameritech Services, Inc.,
and the deposition testimony of Rudolf Sagl, Vice President of
applicant.

The dcnmina=t portion of applicant’s mark clearly is the word
*BBL, * which appears in large block letters inside an oval design.
The woxrd is repeated below this presentation of it, combined wich
the term "trorics,® as "Bel-tronics.” The additional term,
*trecnics,” is plainly suggestive of ‘electronics,® which is.che
field ia which applicant has done business for years, selling
electronic devices such as radar detectors and satellitg receiving
antennas.

Oppoger, as noted above, has registered the mark "BELL®", as
vell as bell designs and marks which combine the word "BELL' or
the bell designs with other words or designs, all for

teleccmmunication products and services.
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The deminant, com=on portioa of all of opposer's word marks
and marks which ccxbine "BEDL* with designs is the word "BELL, "
which of course is derived from the name of the famous inventor of
Ehe telephone, Alexander Grahm Bell. He founded the American Bell
'felephone Cempany in 1689, and the company began using the mark
"3ELL®* then in conmnection with telephones and related goods and
services. That company merged with AT&T, which in turn was
oppcser’s predecessor .in jnterest with regard to the mark "BELL.®

The maxks of the parties to this‘hproceeding are gimilar. The
fact that in the *BELL® marks of opposer there are two *L*s in
*BELL, * whereas the dcminant term in applicant’s mark, "BEL," has
only ore, is not a sufficient basis for concluding that consumers
would believe tha: oppcser’s marks and the mark of applicant were
indicative of different sources. In appearance, pronunciation and
connotation the marks are similar.

That tkhe term "Bel® also has an obscure technological meaning
related to lcgarizhms used to measure the inteasity of voltage or
gound does cot create a material factual dispute. Applicant’s
slogan, *Clear as a BBL,* makes it abundantly clear that the
commercial impression created by °*BEL® in applicant’s mark is that

of a bell.
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If these sizilar marks were to be used on applicant’s
corcless telephczes and in connection with opposer’s
telecommunications goods and services, including cordless |
telephores, ccnfusion would unquestionably be likely. This is
éspeciaily so ir view of the extensive use over a great many years
of the *BELL® mark and thke many marks in which *BELL® and/or the
bell design aprear. By any imaginable standaxd, "BELL" is a
farous park in the telecommunications field. There is no genuine
issue of fac:t material to this issue.™

Applicant rakes a number of arguments as to why summary
judgment i3 not agpropriate and why confusion is unlikely. None
is quits as dubious as its first argument, that the quantity of
papers submitted in support of opposer's motion alone *indicates a
high prokability tha: at least a few disputed material facts are
lurking in those papers." (brief, p.6). None of the arguments of
applicaat, however, has merit.

Applicant’s rain argumenc against granting summary judgment
to opposer ceatars on the way opposer uses its various mavrks and
the rights and requirements established by an order of éhe United
States Distxzice Court of the District of Columbia. Some

background concerning what pracipicated the ‘order is nectegsary in
ordar to undaerscand it.
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The materials of record in connection with the motion show

that opposer is ore of the seven Regional Bell Operating Companies

(RBOCs8) whicn were—set wp-as a result of the-divestiture of AT&T
in 1984. At chat time the trademark "BELL" and the related °*BELL+
trademarks which had long been used by AT&T were transferred to
opposer and the other REOCs by Court order. See: United States
V. Western zlectric Co., 569 F. Supp. 1057, (D.D.C.), aff'd,
California v. Gnited States, 464 U.S. 1013 (1983). Opposer and
the other R3CCs have continued to use\the *BELL" marks in
connection with a wide variety of goods and services in the field
of telecommunicaticns. Opposer has a well-known group of marksg
based oz the famous 'BSLL' mark. Members of this group of marks
incorporaze various other terms and designs in conjunction with
the word "BELL-".

As part cf the divestiture of AT&T in 1984, ATAT transferred

| .
. 1ts rights is the 'S2LL" pames and marks to opposer and the other

RBOCs, and to two other-former ATSET companies. Bach of thege
~ entities becare a ccncurrent user of the marks. BRach owns
registrations reflecting ies right as a coucurrént user.
To avoid conZusion, a supplemental agreement was reached and
1&:8 approved by the Courq. Under the terms of the agreament, each
concurrent user is allowed to uge the marks on a nationwide basis

in conjunctioz with specified modifiers. Opposer’s apecified
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mcdifiers include *AMERITECH," "ILLINOIS BELL," "OHIO BELL, "
"WISCONSIN TELEFHONE,® and others. Under the terms of the Court

order, use cf the modifier in conjurction with the mark is

~accomplished if the modifier is "used in sufficieat proximicty co

‘the mark such that a reasonable observer would normally view the

mark and the modifier in a single visual impression and would
recognize that rozk the mark and the modifier are used by
registrazt.' Paragraph 1(c) of the supplemental agreement
(Exhibit 5) specifically states, however, that in order to be
*used in coajunction with® the mark, the medifier does not have to
Le ‘used next to or in direct proximity to" the mark in question.
Applicant takes the position that "BELL" alone cannot be the
basis for opposer’s assertion that it has a family of marks
because the varicus marks asserted to be in the family bave never
been prarmcted tccether as a family and because, under the texms of
the Court's order, "BELL" cannot be used alone. Applicant argues
further that in their entireties, opposer’s marks do not so
Tesemble applicant’s mark that confusion is likely; that the
cornotations of the marks daiffex; that factual dispuces.exist as
to the strength of opposer‘s marks; that the goods set forcth in
the application are not closely related to opposer’s services; and

that opposer should not be allowed to prevail in this proceeding

because of *miguse of registrations."*
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Applicant’s arguments against swmary judgment, as noted
above, are not well taken. To begin, we turn to the aasertion
that opposer sheuld be denied judgment because it has-"unclean
rands.” There is 8irply no basis for contending that genuine
issues of fact related to this defense exist. .Applicant admitg,
(response to Request No. 75 of opposer’s second set of requests
for admissions) cthat it has absolutely no evidence showing ény
such 'misuse of registzations." No such evidence has been made of
record in connection with the summary judgment motion. Under.
these circumstances applicant has clearly failed to meet its
burden under Rule $6 to show, by atfidavits or otherwige, that_-
some factual dispute exists which necessitates a trial on this.
issue. . '

Instead, applicant simply argues that opposer cannot claim
ownership of a family of ?BELL® marks because, it asserts, the key
family componeat linking the marks, "BELL, " cannot be at the core
of the family because by vircue of the Court order, it cannot be
used alone.

This argument makes no sense. 1In fact it is contrary to the
macerialg submitted by opposer -in support of its motion,
especially the aforementioned Bxhibit 5 and various examples of '
modifiers, many of which include the term "BELL.®* Indeed, the
"OHIO BELL,* "WISCONSIN BELL," *ILLINOIS BELL,® "INDIANA BELL" AND
"MICHIGAN BELL®' marks pleaded by opposer iﬁ ics notice of

opposition are all listed in the Supplemental Agreement as -
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approved modifiers. Simply put, *BELL" is used both alone and
with various other terms and designs, and such use appears to be
in complete ccmpliance with the. supplemental agreement approved by
the Court, which expressly sanctions use of "BELL" alone, as long
as it is used in sufficient proximity with one.of the approved
modifiers that consumers will realize that both the mark and the
modifiexr are being used by registrant.

Tbere is no dispute concerning any facts material to the
unclean hands defense asserted by applicant, and the undisputed
facts material to the igsue of opposer’s use of its registered
concurreat uge marks do not provide any basis for applicant’s
asgsertion of this equitable defensge.

Moreover, applicant’s claim which it asgerts as the
affirmative defense of unclean hands actually constitutes an
impermissibile collateral attack on the validity of opposer’s
pleaded corncurrent use registrations. The claim that use of the
Tegistered *BSLL" marks alome is unlawful appears to be one which
should have been asgerted dg the basis for a coun:ercla;m to
cancel opposer‘s regiscrations, rather than as an equitable

defense. The Board canmot entertain an attack on the validity of

these registrations in the abgence of a counterclaim for _

12
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cancellation. Haveg Induscries, Inc. v. Shell 0il Co., 199 useQ
618 (TTAB 1978), (aff’d CCPA, 1979). Contrary to the assertion of
applicanc, the mere f£iling of the opposition, without additional
conduct which demonstrates bad faith or behavior contrary to law,
does not make opposer the possessor of unclean hands. See: Avia
Group Intermatio=al Ins. v, Faraut, 25 USPQ2d 1625 (TTAB 1992),
and Cook’s Fest Control, Inc. v. Sanitas Pest Control Corp., 197
USPQ 265 (TTA3 1977).

In addition to this attack on the registered concurrent use
rarks asserted in applicant’s affirmative defense, applicant
drgJues that opposer has no basis to assert that it owns a family
of marks because the marks asserted to be members of the family
have rot beez precoted together. Based on the materials submitted
in conrectioz with the motion, this argument is well taken.

It i5 well settled that *the mere ownership of a number of
marks sharing a cecrmon feature (or even ownership of registrations
thereof) is insufZficient to establish a claim of ownership of a
‘family’ of marks characterized by the feature in the absence of
Competent evidence showing that... the various marks. sa.id t6
constitute the ‘family’, or at least a goodly number of them, were
used and promoted togecther in such a manner as to create among
Purchasars an association of common ownership based upon the
‘family’ characteristic...® Hester Industries, Inc. v. Tupon
Foods Inc., 2 USPQ2d 1646 (TTAB 1986). In the cage before us, we
have §parse evidence of promotion and uge of the various "BELL"

and bell design marks together as a family. We therefore cannot

P
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extend to oppoeer the broader scope of protection which would be
accorded to a family of marks. Such an extenaion is noc needed ip
this cage, howa*#er, because each of the ‘Pleaded registered marks
constituces a Proper basis for opposition without r8sort to the
claim of nerbership in a family of marks.

‘ As we discussed in detail above, the dominant term in
applicarnt’s mark ig very similar to opposer’sg marks, "BELL,® the
bell design, ard the marks which combine "BELL" with other words °
and bell designs. When the marks of Ehe__pa.r:ies are considered in
their entireties, the marx of applicant so resembles opposer’s
marks a3 to be likely to cause confueion, espacially in view of
the fame of Opposer’s *BILL’' mark, the fact that opposer sells the

pProducts on which arplicant intends to uge its proposed mark, arnd

the fact chac CPpoder uses its "BELL" marks on goods and gervices
hich are Closely related to applicant’s planned product.
PPlicarc hag not demonsctrated the existence of factual dispuces

concerning the 8trength of opposer’s marks or the relationship

~ between Opposer’s products and gervices and applican:'év ‘planned
il

oduct, nor has applicant otherwige met its burden under Rule

. 56 (e) of Providing evidence in support of itg argument that baged

on the undisputed facts, Opposer 1s not entitled to judgment ag a

matter of law.

S




The undisputed facts lead us to conclude that confusion is

aggérted by applicant is mericless.™ Accozdingly, opposer ig -

granted summary judgment.

The opposition ;q sustained and
regiscration of applicant’s mark is denied

under Section 2(d) of
Che Lanham Act,

asm

5. Ko
./
R. F. Cisgel ’

d‘nistrativa Trademark
Judges, Trademark Trial
and Appeal Board
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FILED IN CLERK'S OFFICE
U.8.D.C. - Atlanta
IN THE UNITED STATES DISTRICT COUR‘T

FOR THE NORTHERN DISTRICT OF GEORGIA
ATLANTA DIVISION SFP 2 319%4

BELLSOUTH CORPORATION

Deputy Clum
Plaintiff,

CiviL ACTION NO.
1-93-CV-1714- -cc

<.

B.E. L<-TRONICS LIMITED (Canada)

and B.E. L. -TQONILS LIMITED :
(Kansas). :
Defsndants.

The above-styled case is before this court on

Plaintiff Bellsouth Corporation’s (hereinafrer "Bellgouth")

motion ‘for permanent injunction and damages Belléou:h
brought its compla1nt alleglng five (5) COurts (1) for
1nkr1ngemenc of llSouth’sg rederal‘y reglstered Bell

trademarks. including U, 8. Reg. No ‘1, 965, 562 for the matk
BELL, under. 15 U:5.C. § 1114; (2) for unfa;r competztlon under
1S U.s.C. § 1128(a); (3} fox deceptive trade .Practiceés and
unfa1r competition under O.C. QA 510 1 -370; . (4) to* dmlut1on-
of a dzatinctive trademark under 510 1-451; and (5) for unfair
competition unider the common law of Georgxa baged on alleged
trademark mnfrlngemenc, unfair competx:ion, detépﬁivé trade
pxaccices and dxlut;on by thp defendants B E L, —Tronics
Limited (Canada) and 5. E L. Trcnics Lxmxned' (R&nsas) ,
(hereznafcar collectively "Rel-~ -tronics"). More speoifically,

Bellsouth contends that a significant number of consumers

ACT72A
Fey. §62)
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lik€ly to be confused into believing that BEL-TRONICS
telephone products are affilidted, asgociated or connected
with cthe companies that share in the "Bell System" heritage,
including Bellsouth. BellSouth further ccntends that the use
of thelesp-inouxcs on telephones and rélétéd,piadﬁcts»dilutes
the ‘distinctive quality of BellSouth’s BELL maxks . Bel-tronics
Eiléc’i a counterclaim for declaratory judgment alleging that
Bellsouth did not owh a family of BBLL mirks and that BELL
marks had been abandeoned by Eél‘lSou,th. ' Prior to trial, Bel-
rronics  filed a st‘ipul‘atéd voluntary digmisgsal, with
pxgiuaice, of its counterclaim, and amended its Answer and
Counterclaim to withdraw its affirmative dé-'f’énsé-s Pertaining
to abandonment .

The couyxt, having con;idéred all of the evidence,
iﬁcluaiﬁg-u&hé .exhibi:S and ¢e$§§m¢hy of .lay and expert:
witnesses for both the Plaintiéf and defendants, makes the

fo‘~llowin§' -fin‘dings of fact and conclusicns of law,

A. PARTIES; Janisn:CTIGN*AND'Vﬁﬁﬁﬁ

1. Plaintiff Bel'ifsfout'h"is:'-;i::éé’o_#giig corporation having
its principal place of Business at 1155 Peachtréé Street,
Atlanta, Georgia.

2. 'Defenddnt Bel-Trohics Limited (Canada) is a
Canadian -¢orporation having its princ¢ipal place of business at

2422 Dunwin Drive, Mississauga, Ontario, Canada.

1171072000 l'-'f%‘i 13:48 - 1TX/RN NO 86301 Koo
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3. Defendant Bel-Tronics Limited (Kansas) is a Kansas
coxporation having its principal place of business at B8iCO
Sagl Parkway, Cowvington, Gaorgia.

4. Defendant Bel-troniecs is a wholly-owned subsidiary
of ﬁeféﬁdéﬁc,éhiFtroniés Qimité3-1Canadh).

5. Plaintiff BallSouth has ite prindipal place of

‘business in the Northern DiStridt bf Georgia.

6. Deféndant Bel-tronics Limitéd (Kansas) has its
principal place of business: in the Northern District of

Georgia.

. Deferdant Del cronics Lxmited (Canada) hasg ita:

princ:.pal place aof’ buslness in om:ario. Canada.

8. T‘ae court has jurisdiction over the. perl&S and the

A..»su‘bjéct mattexr of Counts I and 11 of Bel-lSout'h s complainkt.

(for federal trademark. infringement under 15 U.8.€. § 1112 and

federal unfa*r comnpetition under 15 U.S.C. § 112’) pursuant to
a'U.S.C. § 1121 and 28 U.S.C. §§ 1331 and 1338.

S. 'rha court has Jurlsdictlon over the. par..les and the

subject matter ot Counts . ITI, IV, and Vv of Bellsouth’s

complaint pu*suant to the doctrine of supplemem:al or -perdant

jurisdzction.- Venue im” approp Aate A r.he Nor_-" hern Distrlct

of Georgl.d under 28 v. S €. §§ 1391 ‘and 1400(b) s
B. BEUL SYSTEM HERITAGE

10. Prior J?.-qd;i?estitﬁ“r'e bf -che*ﬁm&tea‘n elephoma %

Telegraphcompany ("A‘I‘&T") . the "BELL Syst:em" lncluded twenty-

1171022000 FRE 13:48  (TXYKX NO 86301 @0ty
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two (22) “BELL" operating telephone companies that provided
local telephone exchenge services. Each operating company was
owned by AT&T and each had the right teo usm the "BELL" name
and marks, including the mark "BELL" and the "Bell Logo" in
connection with the various celephone related gcods and
services. United Stat El A f. Co. .ing., 569
F.Supp. 1057, 1062, n.S, 1074, 1077-81 (D.D.C. 1983).

11. Two such “BELL" operating telepﬁon’e Acamp"anies were
Southexn Bell Telephone & Telegraph‘compényA(“Sbﬁthéin Bell")
and South ‘Central Bell Telephcne Company (“SGuth Central
Bell") Southern Hell fz-rsc..ente;gd- the: :t:a;l,ep_l_s_gne bu_-siu'gg's:i,n
the 1B00‘s, and provided telephone ekchangé services in
certain areas of the states of North Carolifa, South Carolina,
Georgla, Florida, Alabama, Mississippi, r,.ouisi:ana, Tennesses
and Kentucky previously served by Sbhthgf&-;éllr

12. Southern Bell offered telephone exChanée services
as early as 1879, Southernh Bell _u-s_ed the "BELL. LOGO" as early
as 1888 and repeatedly t‘iereaf'te'r. Southern Bell used the
mark BE LL as early as 1905 and repeatedly thereafter
BellSouth introduced a SEIleS of exhlbn:e documantlng the
longstandxng use of these marks and’ *he cral testimcny of
Charles Rogers, a long time employee o! SOuthexn Bell

13. As a result of the exclusive and ex"nsive use by

the BELrL operat:.ng vcmpan;es, includlng Sou ] rn Bell and

Soutl: chtral Bell tne mark BELL and che ’BELLyLOGO" acqulrad

c'igm.ficeml: goodwill and bccame famous i ademarks. Seuthern

TL/460/2000 FRT 713:48 (TX/RX NO $6301 Qo12
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Bell and South Central Bell shared in the heritage of tha
former "Bell System" and the related goodwiil, as represented
in part by the mark BELL and the "Bell Logo".

14, In

552 F.Supp. 131 (D.D.C. 1983}, the District Cdurt for the

Discrict of Columbia (D. C. Court) divested the ¥Bell System":

telephone companles from AT&T and eéstablished seven rnaional

-ompanles as holdzug companies for the twenty-two former "Bell

Systemn" telephone companies. ;gg _plted Stateg v, ﬂgghg;n

‘~:éj;s:g“f; 565 7. Supp 1057 1062 0.5 (m D- c. 1983).

;Bellsouth is che regzonal helding cohpany for Scuthe*n Bell

and South Central Bell and, thqretore, the successcr-xa-
interest to AT&T. The other six regional cfomiaahie’é are
Ameritech, Southwestern Bell, NYNEX Bell Atlant;c. US West
and paciflc Teleslis. These sgeven régional companies are
referred to as the "Regional Bell Operating Companies” or the
"Baky Bells.

1. The D.Ci Court Srdered ATET to '§ub61'it a plén of
reérganiéatibnu The -D.C. Court ordered that che plan of
reo*ganlzation prov:.de for use of cne "Bell' name and" narks,
inclnding the BELL and the: "Bell Logo". by t_he' ope:atipg’

companiea. The D.€. Court further ordered that ownarship of

the’ "Bell* name and narks should be: passed dai rg¢;1y to ‘the -

regn.onal compam.es y_m_tgd 5‘ a-e'v _. l;.‘ o WEEE

1nS., 569 F. Supp. at 1079 D.5. Cu: 1993)

16. ?1:3;, the D.C. COurt emphas;zed and relied on the

1171072000 FRI 13:48 [TX/KY NO #8301 Bj013
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fact that the BELL marks had acquired valuable and extensive
goodwlll with the public. The D.C. Court referred to it as a

"historical fact" that the Bell System had become *fixed in

the national consciousness...” United Srates v, Western
Elestric C6.. Ing, 569 F.Supp at 1076 (D.D.C. 1983).

17. Second, the D.C, Court held that the BELL marks
should bé used by the regional companies so that they could
use their "existing relationship to telephone subscribers" o
market customer premise equiptent.

19, Third the D.C. Court recognized chat the uge: of
the BbLL marks by scveral ‘of the - Bell telethne companies
would confuse the publlc between the various companies and
placed certain restrictions on the use of the BELL: marksa to be
assignéd'ffom AT&T. Pursuant to :h§ ord¢§s of the D.C. Cqurt,
AT&i abaigﬁedAall»bf~ita 5igh§s,5§iti:ﬂépé interést within the
Uriited States to the "BELL" name and marké, together with the
goodwill symbolized thereby, to the regional holding
companies. BellSouth thus obtained exclusive right in .and to
the mark BELL and the "Bell Logé", subject ohly to the
.concurrent use. r1ghts of the other dlvesced companiea that
-share in che formex "Bell’ System" herltage.

19. The regional companmes subsequently entéred into
a- Supplemental Ag*eemenn whereby each regional conpany was to
USF a modlfler in c0ﬂ3unctlon with the asszgned'“BBLL" nama
and’ ‘marks, both 1ns;de and.oupgide of 1ts,nerr1tory‘

20.  Under the terms of the D.C. Cdurt, use of =

11/710/2000 FRRI 13:48  UPX/RY Nu 86301 @Hoda
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modifier in conjunction with the BELL mark is accomplished i€
the modifier is "used in sufficiant proximity to the mark such
that a reasonable obsgserver would narwmally view the mark and
che wmodifier in a aingle visual impression -and would recoqnize
that :he Assigned maxk is being used’ by the game entivy as is
using the’ mod-xflcr
. ADOPTION, USE AND mzc::tsm-rzox OF BELLSOUTH’S RELL MARKS
21. The United States Patent and Trademark Off:gce
subsequently issted such edncurrent trademark and service mark
registrations to t‘he'region‘a‘l éé‘iﬁiﬁéﬁié'ﬂ:

- 22: One asa;gned mark wae the ‘word: BELL. BellSouth
was issued U.S. 'I‘rademark/s._er-\rlce M_ark Registration Wo.
1,565,562 for the mark BELL for various telecommunicationg-
related gcods . and servicas, specifically including
"telephones“ and -"Lelephonc Aaccessories. v This registration
was issued on November 14. 1969, and is valid, subsisting and
unrevoked. This regiscrati.on is _prima facie evidence of
BellSouth’s exclusive right to.use the mark -BELL in commerce
in connection ﬁ'it‘bth_e goads a‘ﬁd' sér:vic'es S'p‘eca.fn.ed in the.
ragistration, ‘subject only to the c::ncurrem: use *1ght.s ‘Of the-
other regional ccmpaniea thac ) share in the "B'ell System”
heritage. _

23. Similarly, the’ other . :fég’;on_a.1 companies were
issuad reg"i'strz-u':-ions_ for che ma‘_jx"k BELL f.__o,r' VArious
1:'e1ve&‘:ommunica"tions goods - and s’éf{éiﬁ"ce"s: spec:.f:.cal;y :.ncluchng

*telephones® and "telephcne accessorles

ATLLIBO} 1450455.1
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24. Another assigned mark was the "Bell Logo . "
BellSouth was alsc issued U.S. Trademark/Service Mark
Registration No. 1,569,327 for the "Beall Lego" for various
celecommunxcatxons relaced qoods and- serviccs, including
telephones and telephone accessories- “The registration issued

on December S, 1989, and is valid, Subsisting aﬁd unrevoked.
This registration is prima facie evidence of BellSouth’s
exclusivé right to use nhe "Bell Logo” in commexce in

connecL;on with the goods and serV1ces specxfied in the

registraticn, sub)ect ‘only’ toz he cOncur'ent uge" rights of the'
other companies that shdra in the "Rl Systenn her;tage.
25. BellSouth’s subsidlapy-concxnued to usé thé mark

Southern Bell. BellSouth obtajned U.S. Trademark/Service Mark

Registration No. 1,459,998 fqr the mark SOUTHERN BELL for

various telephone-related goods- ard ‘sarvices. The
registration issued on OCtbﬁéf 6, 1987, and is valid,
subsisting and unrevoked. This tegistracidn is prima facie
evidence of. BellSouth'’s exclusiva 'righﬁ Lo use ‘the mark
SOUTHERN BELL in commexcé in conneccion with thée goods and

services specified 1n the'reiist ation,

26. BellSouwh' auhsxdzary South Céﬁtial " Bell
continued to use the mark SOUTH c, RAL BELL.. Belﬁi'sour;h

ob ained U.S. Trademark/Se%“

ce Mark Regxstracion No.
1,459,194 for the mdxk SOUTH CENTRAL BELL tor varmous ‘goods.
and servxces. ThlB regls:rat1on 1ssued on Sepcember 29, 1987,

and is valid, subsisting and unrevoked This registration is
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prima facie evidence of BellSouth’s exclusive right to use the
maxk SOUTH CENTRAL RELL in commerce in connection with the
goods and services specified in the registration.

27. BellSouth also adopted and used certain new BELL
niarks on the foundatzon of J.tS exclusive right to use the BELL
nate . BellSouth obtained U.§. Trademark Registration No.

1,565,559 for the mark BELLSOUTH for various goods, including

telephones and ctelephone accessories., This registration '
issued November 14, 1989 ig valxd ‘subsisting, ané Q'irevoked
Thi.s reglstratxon is ‘prima fac.,.e evidence of BELLSOU’I"I 8-
e,:cc_lu_s.iyve .ri,ght: ‘to use the m.ar}; , BELLSOU'-_I.’}; i-n Cemme-r.c.e in
connection with the goods spécified in the registration.
28. BellSouth has obt:aihéd U.S. Trademark
. Registration No. 1,698,835 tor the mark BELLSOUTH PRODUCTS of
various telaephone-related goods, including . telephones,
cordless telephones, telephone accessories and telephone
answering machines. This registration issued on July 7, 1992,
is valid. subsisting and unrevoked. This registration is
prima.'-f,acie evidence of .EellsOuth-é:sv exclugive rmight to use the
mark BEBLLSOUTH PRODUCTS in commerce in connectlen with the
goods specified in the reg:.stratioa.

2%. BellSouth has introduced substantial evid&n'cé that
it has used and continues to use each of thése marks.
-Bellso\.th has used :he mark BELLSOUTH to pro'no!.e the telephone
goods and ‘services of its - afiillates. A The marks BELDL,

SOUTHERN BELL, and the BELL Logo have besn used since.

1171072000 FRI 13:48  I'TX/7RX No 88301 [hoyry
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approximately the turn of the century in association with
ralaphone services and related goods. South Central Bell has
used the marks SOUTH CENTRAL BELL and the BELL lLoge since
1968 . BﬁiISquth Telgcommunicitions, inec., doing business as
"Southern Bell™ and "Souéh Central Bell" has continued to use
the BELL marks, in astociation with caller identification
services. BellSouth Advertising & Publishing Corporation has
used the mark BELLSOUTH, theé BELL Lego, sou'rtxéx'm BELL and
SOUTH CEVTRAL ‘BELL in a»soclatxon with tPlephone dlrec;orles
and related servicee. BellSouth Products, Inc. hag~used ‘the
matk “BELLSOVIH PRODUCTS on and in Asscciation with cordless
telephoheé, telephone answering machines and caller
identification units.

30.- BellSouth offers and sells telephones and -
t-"_e‘léphéhé'-frel'at,e'a' products, ‘including cordless telephones,
anSweting;'maChines and callér identification wits on a
natiohwide badis, including Georgia, through its exclusive
distribﬁtor, g.s. Electronics, Inc. BellSouth does not sell
:direétlydto consumers .

31. BellSouth Products, Iinc., through U.s.

Elecﬁrcﬁics; Inc., sells telephones ard teléphone related

'producus, includlng cordloss telephones, answaring machines

and caller 1dentz£1catxon Unlts ‘in ¢atalegs, rquiigatdres‘and
:masa--merghanqlslng eatabllshments;- such.-§3gabii§hmeQCs
include Macy‘s, Rich’s, Target, Wél-Maft;'Sam‘s; Montgomneary

Waxd, Ace Hardware, Service Merchandise, $Sam’s Warehouse Club,

10
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Office Depgt, Office Warehouse, Lechmere, BHest Buy, Harco
Drugs and Lurias. BellSouth also sells its telephones and
relaced goods in catalogs, such as airline flight guides.

32. BellSouth adVertised telephanes and telephona-
reélated prodhcts, xncludlng cordless telephones, telephone
answcring machines and caller 1dent1ficatlon unlrs in print
media, including trade publ;canions brochures, flyerc, ete.,
at trade shows and by direct contact. BellSouth sells a wide
range of cordless telephoneé; ranging in pri¢e from a low of
about $3.9 00 to $495.006 to a hiqh of about '$150.006 for a
t»leohone 1ntegrated with another device such as an answering
machine. BeéllSouth and its exclusive distriburor have spent
subst&néial'sﬂMs-adVértising che BELL mark.

33. U.s. Elettronics, Inc. alsa promotes telepncnes
and telephone related products béaring the marks BELLSOUTH
PRODUCTS and the "Bell Logo." U.S. Electronics provides "co-
op" advertising for retailers that results in advertising in
brochures such as Sunday newapaper inéerts,'flygrs, etc., and
in  eleétronic media pueh ag 1té1-év~igi‘éﬁ, " radio  and
advetgisém§ﬁ§55

34, Mr. A';id_réa Lowingey, President’ of  U.s.
Eiédtronfcs,‘Iﬁc;, blfled that the BELL name was very
valuable' in Lhe sale aof telephones, cordless caléphoﬁés,
tel&phone answerrng .maéhiﬁes- and  caller 1dent1ficac10n
equipment. Mr. Lowingex also testifled that the marketplace

for such produgts is segmented, in that many retailers and

11
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mass merchandisers will offer a BELL brand and certain otther
brands.

35, Within the state of Georgia and in interstate
commerce, BellSouth and its subsidiaries have engaged and
continue to engage in extensiva sdvertising and promotion of
ctheir nradeharks,’eér?ice maxka‘and,crad¢.names.

D. PUBLIC RECOGNITION .

36. within thdé state of Georgia and in interstate
commérce, BellSouth and its subsxdxarzes ane used and
contlnue to usge the "3elln" name and marks.

37 BellSouth has. adopted used and uses & well known
group of marks that incorporates various other terms and
designs in conjunction with the root word "BELL." BellSouth
has uuéd and promoted its Bell marks together, so as to create
among purchagers an assoqia;ién.pf:égﬁﬁon-ownérship with £he
family of Eélls.

38. Charles Regers, President of BellScuth testified
that he has no recollection of BellSouth ever usmng the .BELL.
word mazk alone or without chc apptoved geographzc modifiers.
Since’ d;vestiture.ABellSOuth has never used the BELL or BnLL
Logo marks standnng ‘alone, to 1dentity its telephone products
and services. ’

E. B ‘B. L —TRONICS AND ITs: NARK ‘BEL TRONICS‘

39 Bcl tronics st originally fOunded in 1567 ag’

Blltz Electroulcs le-ted In 1970 the company § name was

abbreviated - o BLEVL. -Tronlca le1ted

12
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40. Neither of the defendants have any affiliacion,
ssocliation or connection with or authorization from Bellsouth
or any of its affiliated companies,

41. Bel-tronics began its business manufacturing
aucomotive-related products and is rcCoghiZed asg a leéaing
manufacturer of radar and iaSér-déta¢t£ob équipmgnt. Bal -
tronics’ radar detectors are’ iden-t‘;ifi'e‘d worldwide urider the.
trademarks BEL-TRONICS, BEL-TRONIGS LiMI—'r-ii‘.b, -B’z-:ﬁ ‘and. by the
BEL logo, whigh consists of the'lébtdfé "BEL" in an éiiibse
(';hé-rei-n‘a"f-ts?rr the vBEL ‘Lgo") . Its currenc la.ne &f consnmer
electronics producta also xncludes a golf head. speed measur1ng
device and the products in issué in th_is case, co’:dleas
telephones and caller idencific#tion units. In tha mid-
1980's, Bel-tronics offered and sold ..satellite television
equipmnent for a’pp}(n&imate'ly eighteen (18) months. The slogan
"Clear as a BEL" is used in conjuncticon with the sale of this
equipment and not telephones.

42. B.E.L-Tronics is the owner of a U.S. Trademark
Registration, U.S. Reg‘ﬁéttétioh No. 1,765,584 for che BEL.
Logjo'.

-43. The BEL Loego is also registered .in nomerous
foreign countries including Germény, England, and Japan. The
U.5. Reglstratzon 18 for .goods descrlbed as radarx: deLectors,
1ncruder alarms and burglar alarma in International Class 9,
the same class covering most consum»r electronxcs good

ineluding telephones.

13
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44. Bel-tronics first began to consider entering the
telephone or telecommunications market in 1989. Bel-tronice
was aware of 2 potential problem using its corporate identity
on telephones and related prodgcns, but desirgd to transfer
the-goodWiil that it had built in the automotive-related
products industry to the telecodmunicaticns industry. A
trddemark search done in October, 1989, for the mark BEL for
cordless telephones iocated BellSouth'’s pendzng'concur*enc use
appllcation for federal registration of the mark BELL and -the
regzstxatxon applmcacions f;led by the othey six regzonal
gompanmes for the BELL mark On October 16, 1991, Mr: Makk
an englneer with Bel-tronics, raised concerns over posfible
trademark infringement prcoblem in using the “BRL" mark on
telephones to Mr. Fuhrmann, Vice President of the marketing
sales at the time.

-45. On March 11, 1991, abour three and a half years
ago, Bél-cronits filed an intent-to-use application to
register a mnew mark for cordless ctelephones, the "BEL
szLTRbN_Ics an@ ELLIPSE DESIGN 'mar.k;‘. The application was
filéd uhder tﬁe intént»ﬁo use‘provislons of 15 U.s.C., &
1051(b). The proposid BEL BELTRONICS 'and Design mark was
published for purposes cf'dppogition in aceordance with 1S
U.S.C. §1062; |

46. Fi vc of ‘the seven rcgional Bell companies £iled.

papositzon to the registration or ths BBL ggLTRoNICs_and

Design mark on tha gxouadr that the mark was corifusingly

14
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similar to each of the regional Bell companies’ set cf RELL
marks used to identify various telecommunications services and
products.

47. Bel-tronics filed a motion to consolidaté all
claims dppqsing ite BEL BELTRONICS mark. This motion was
denied--on October 22, 1992, on tke grounds that the regional
Bell companies ‘did not shdre a comfion interest and Fhat eachk
of the companies claimed ownership to different trademark
registrations, and, thus, their camses would be bagsed on a set

of f.f;dt‘s unique to each opposer. f'fki'e’:dn’ited States Patent and

*Tfademark Office’s Trademark ~Tr¥al -and Appeal Board

{héreinafrer "T.T.B.") held in NYNEX and Ameritech decision,
two of the seven regional BRell compéﬁies opposing the BEL
BELTRONICS mark, that chere was a likeélihood of confusion
between the BEL BEL- TRONICS & DeSJgn and the 7~“BELL* marks
owned by Ameritech and NYNEX. Ses Ameritech, at 13; NYNEX at
11. In addition, the T.T.A.B. held that the plaintiff and the
othexr -régi:o_né-l bell cowpanies have used ctheir concurrent
registrations of the '-B‘aw" and - the "BELL Logo" marks in

compliance with the court’ s order in ri*ted;S af_

569 F.Supp. 1057 “(D.D. C:), aff'd sub ‘nowm.,

_Céli:é:nia-~m~'Unitaihs;acgg, 464 U S. 1013 (1983). See

at 12; m&, -at. 9.
E&llﬁszm at 7-8.

,S_"_ut western BelL at 7;

48. In view of the pending opposicion Eei-trdnicsj

decided not té use either the BEL in the ellipse mark or its

135
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! applied-for BEL BELTRONTCS and Design mark on telephone

products. Thus far, Bel-tronice has cnly affixed the mark

BEL-TRONICS and the trade hame BEL-TRONICS IIMITED to any
telephone or related product. Bel—;tOnics has not used the
BEL & Design or BEL BEL-TRONICS-&Abésigh marks to identify :
their telsphones or related products. . EE

49, Bel-tronies announced in Jandéry, 1993, cthat it
would begin selling teleccmmunications products. At the bi-
annual Consumér' Electronies Show, Bel :ronlcs displayed
cordless telephones -Ha. caller id unite bearing the ‘mark BEL-

TRONICS These phones were prototypes and ‘not- available for
sale at that time. Mr. Régers, President of .BellSouth’s
Products, Inc. testified that he belicéved Be1~cronics was
merely testing the mérketplace.

50. Hel-tronics displayed .actual cordless telephones
and caller identification units baearing the mérk BEL-TRONICS
at the June, 1993, Consuamer Eiectrbﬁics Show.

51. Bel-tronics subsequently began to gell its first

caller identification ‘units’ and 900 MHz cordless Lelephones.

Bel tronlcs 46/49 MHz cordless telephones were never sold or
cffered to- the. publlc. Bel tronics ;ntends to make and sell
telephone angwering machlnee 1n the near futire.

52. Bels Cronics' "Caller~ID”'un1ta offered for sale
consc:tute an. accesscry product.l The caller 1d units are

funcfional only Lf the local telephone comoany offers caller

idontlficatzon services,

16
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53. Bel-tronics has offered and s501d 900 MHz cordless
elephones to the public. This telephone uses a different
frequency from the 45/49 MHz talephones offered by BellSouth u: |
and is sold at retail for approximately $279. oo BellSouth
does not offer a SCO MHz teléphbne ‘product at this time. i
There was testimony that other manufacrurers offer the 900 Miz
telephofies for a somewhat lesser cost, but RSt arounfd rhe

price range of the BellSouth telephonss.
54, since August, 1993, Bel- tronxcs has sold cordless

telephories. and caller 1denti£icatlon unies in various channels

of tirdde. Bel-Tronics cordless_telephOnes'and:callér-id Units
hava been éold through catalogs, such.as Delta flight guide
and Herrington’s catalogs, and at mass mercﬁdndising outlets
and retail storés such as Macy's‘Snd ﬁ;I'Mart; Bel-tronics’
telephone -relacted products are advertxsed in flye*s, trade
journals, magazines and on radio. :

55.  BellScuth and Bel-tronics both advertise in
Herrington'Sgand certain fliéht guides. iIn Lhe Herrxngtcn
catalog ‘was an expression "WLch BEL 1njyour shirt pocket...
‘with' reference to the BEL- TRONICS'-cordw s telephone‘ Bel-
tronics has inetructed irs sales repressntatlves te ebiect to
such uses of the BEL with - telephones -and relatcd products.

-Several of the advertisements howgver, weru-run after Bel-

tronwcs had glven such xnst*uctxon ‘Bel- tronics and the

ppbliq.h@ye used BEL as & shorthand reference of BLE.L.-«

Troniés.
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56. The dominant portion of the defendants’ mark is
the word "BEL", which is combined with the term "cronics", as
BEL-TRONICS. See Ameritech, p.6 (PTX 166); NYNEX, p.7 (PTX
16 7).

P. CONFUSION RESULTING FROM USE OF THE MARK "BEL-TRONICS™

57. BellSouth has introduced different forms -of
actual coﬁfusidn evidence resuiting from the use of the mark
BEL-TRO&ICS on éordleps'teigphgnes and callexr identification

equipﬁé§t1 BéilSduth iﬂtréauﬁéd evidénce of te]ephone.

business protessionals that nestified thaL they were conrused
namely Mr. Malcolm Paton and Earl Signer. Mt Patbn,
President of HB Electronics rtestified that he saw the Bel-
tronics telephone display at the June 1993 Cornsumer
Eiectrdnics Shew and mistakenly belie;ed that Bel-tronics was
agsocisted;gichfa former B&ll System Company. Mr. Signer,
former national buysr for searé Roebuck f£or all teléepliones and
geleph§ﬁé~féiétad products, testified that he believed that
most retail consumers, upon seeing a BEL-TRONICS cordless
telephone ‘would assume some association with cne of the BELL
companies .

~58. BellSouth has shown thac approximately twenty
(20) coneumera who purchased a BELLSOUTH PRODUCT S telephone
product have mistakenly concacted Bel “tronics for wartranty
.,gryace-gnd/or rgp31:, There was ev;denge Lhat gome of these.
calls wmay have bAEn,misaitéqﬁéd by the retailers.

. 52. BellSouth conducted a survey indicating chat a

is
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substantial number of respondents were confused as to ihe
source of the BEL-TRONICS product.

©60. Mr, Harry U’'Naeil, Vice Chairman of Roper Starch
Worldwide, Inc., a market regearch firm, testified concerning
a acudy‘conﬁucced by his orgaﬁiZation. The study was done
among 323 respondents that ‘either Had cordless t;—é'iép'hcnes An
their homes or were iu thie #arkat for a coxdless telephome
over the next 12 months. The respondents wers intervieweéd in
‘@ight malls in eight citiea.. The eight cordless telephones
were 'shown in random ordér.‘

61. In answer to the first guestion, seventy-one (71)
respondents (22%) wrongly believed that Bel-tronics was
associsdted with a teléphone company. Of those 71 respondents,
75% be._rieyé& ‘the Bé,l—troni‘(’:'s_teiﬁe‘ﬁhdne was associaced with a
-te'léﬁbégxe company because of the ‘nare BEL-TRONICS.

62. Mr! O'Neil testified that this data establishes
that there is a significant level of confusion as to the
source of the Bél-troriics CQrdlesa-telephone. Fifteen percent
(15%) represents the threshold to ‘establish a likeliliood ‘of
confusion. ' |

63, Qn.jérbé's.»-exé’xﬁiﬁat'i.sﬁ,' Mr: O'Nell testified that
2% of persons surveyed _l:lfxb‘ugjm:--zt':'hegé was a connécrion between
;aél4€féﬁi¢§ telephone andvééliSbﬁth telephones.

" 64. Bel-tifonics’ :.grb‘é_s s‘,a':'rlres of t-.e'lf:écbmmunidati-a‘n’;a
produc&éﬂthr¢&§h June 20, 199%,rwas approximat&iy $3,915)711

($2,894.161 in telephones and §1,021,550 in callér-ID units) .

19
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Bel-tronics presented evidence that it had suffered a net loss
of $S446,482 before taxes with respect to caller identification
unitcs.
65. Defendants presented testimony that it had a
"Gross Margin® on. telecommunication products of $993,454, a
net loas of'$446{482‘oa Cbraiaéé télephoneg arid a .net income
before taxes of $10,493 on.caller identification units. This
evidence was uncontroverted.
II._~;

A. avn:snxcrxox,vvnyﬁ§¢

1. The purpoqe of Section 431a) of: tha Lancham Acn. 1s
U.S.C. § 1125(a) was set -out in ;;;__g;--
F.Supp. 928 (D.D.C. 1955), afi’_g _;1_12_1:&@,
Inc. v. Gold Seal Co., 230 F.2d 832. (;955) ag:

It (43 (a)) repreqents, '»w," - ¢ ar _
affirmative  code oF Ky ;éé ethics,.. 1In
=ffect, it says: you way not conduét your
business in a way that unnecessarily and
unfairly interferes with: 1nd injureg ‘that Of -
another; you may. riot d d
genuine: compctition by d oying the buyi
opportunity to judge f_ _rly between rn_val

_ edities. .
Id. at 940. :

2. In order to- succeed in the present cause of actxen
under Saction 43 of the Lantham Acc, 15 u.s.c. ._511-‘-2_-5,-(;3-):,

plaiqtiff.sellscuch must»prove»““at~BnE-L/—tféﬁi¢5?

(1) uses a ward t:erm, na,_"e,. symbol oF d&vice. m: any

combinatlon thereof oF false des;gnatlon of origin;

(2) in interstate ‘c.o;r_tm,erge_. i
(3) in ¢oOnnection with goods and services;

20
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{4) that is likely to causa confusion as to cthe
sffiliation, connection or association of defendant
with another person or the origin, sponsorship or
approval of defendant"s goods or commercial activities
by another percon; and;

{5) BellSouth has bean or is likely to be damaged by
Phese ‘dcts, See QL_Q 15 U.8 g 51125(3)(1)

. The Eleventh. Clrcuit has identxfied certain £actors
to be conaidered 1n datermining whether a.’ lxkelxhoed of
confusion exists: (1) the type of tradamark at issue; (2)
similarivy of design; (3) .s;mxla--:i_--t-y of _pro,du_c,t: (4) identity
of retail outlets and purchascrs;'(S)'idéntity of deéttising

media; (6) defendan:t's intent; and (7N aétua; confusion.

v. Saféwas G., 675 F.2d
& Co,, SA. v

Shaw=Ross Int') Impors, Iuc, 756 F.2d 1525, 1530-33  (11th

1160, 1163 (1lth Cir:. 1982);

Ci;. 1985) .
4. The court may consxdcr o;her probatlve ev1dence

that does not Eit w:u-h;n any of !:he factors -§ atc h wg_;_ch,,_
s a, Y. Taxo, X, nc 4+ 78S F 2d 956 958 (:Lll:h,Cirv. 19-86)

5. L:.kel:.hood of confu,,'cn 1., a ques‘t‘iOn oE fact: thar-

must be proven by pteponderance of the evideuce.

“"*_711 F:33. 966, 992¢3 (1iEh

6. In examining Lhe Eactors nec_e.ssary ..or proving

likelihcod of confuston "a pla:.nciff need not show all, or

21
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avan most, of the factors,., in any particular case to be

succesaful . " Wynn Qi Co. v, Thomas, 639 F.3d 1183, 1188 (6th

Cir. 1988); Gold Kist, Inc, v, Conagra, 1

a0 708 F,Supp.
1291, 1296 (N.D. Ga.. 1989); Giti

Ing., 724 F.2d 1540, 1547-8 (11th Cir. 1984)

7. The procdadings of the-TTABvare'relevant evidence
for thé court to consider. Eieventh Circuit precedent
establishes that the findings of the TTAB will control in a
aubsequent xnfrlngement suit between the same part-es unless<
thc CDnt*ary is established by evldence that in character and

amount, carries. rhorough convictlon,

Insurance Co. v, Hex
1180-1 {12th Cir. 1985). .
B.. BELLSOUTH’'S TRADEMARK RIGHTS

8. BellSouth :s the iawful owner of the mark BELL foxr
a wide variety of telephone-related goods and services.
BellSouth has used this mark in aCCordance with the oxrders and
opinions of the' D. C Court, which requzres that the Bell narPs

be usad in con)unctlon with a geographzc 1dent1f1er The mark

-has been and continues to be a famous trademark By vxrtueﬁpf

Bel}Squth and its subsxdlarleaf lQngstahding and extensive
use,.bgoﬁotiqn andAaﬁvertising;_au in. view of the publié s
réCQQﬁitibn of the mwark, BELL, used n connectlon with a
géoaraﬁhic ideﬁtifiér has come and conrinue to indlcate
BellSouth 5. aqd 1ts atf*llatcs ds bezng connect to tne Bell

System as a source for teleéphone-related goods and services.
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8. BellSouth is the owner of the following

registrations for BELL trademarks:

Reg. No. Mark Goodps

1,565,562 BELL} Telephoné  and  telephone
abdéggaties

1,569,327 BELL Logo? Telephone and telephonea
accessories

1,327,695 BELL Logo® Telecommun;ration services

1,565,559 BELLSOUTH Telephone and telephone
acceggories.

1,459,196 BELLSOUTH ing celecommunicatxons

rices ‘to othars

1,459,998  SOUTHERN BELL piév;ding..telecomﬁunicacioﬁs
' services to others

1,453,194 SOUTH CENTRAL Providind telecommunications
services to others
1,698,835 BELLSOUTH 'Customer premises telecommuni-
' PRODUCTS cations networks . and parts

cherefor, telephones, cordleas
telephone adcessories; modems;
3 ¥4 priﬂter91 faésimilé;
L:X: ‘multiplexors;
¥ terminals; telephove
~answ ringmachxnes vo;cemall

farn‘tbnjﬁnctibﬁ:wigh-gedgfapni¢tﬁ@&ifrer-
*in conjuncticn with gecgraphic modifiers
’In conjunction with gecgraphic modifier

23
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10. BellSouth’s trademark registrations constitute
prima facle evidence of validity thereof, and of BellSouth’'s
owhership of the respective marks identified therein and of

BellSouth's exclusivae right to uge said marks in connaction

with the goods and services specified thérein. 1is U.s.C. §

O N

10571b) ; Rotor Rocter Cozp.
1978) .

11, 513 F.2d 44 (5th cir.

11. BellSouth is the owner of exclusgive rights in and
to the BELL marks owned and usgc} by BellSou_th and its
subsidiarieéa. Such e'xc-lﬁéiir‘e. rlghts .a}':v._‘e' emjbdd;fi_‘.‘ed in
ééaiSpuéhfa féderallyérégiﬁtefea-éﬁﬁb“mafkélsét forth above.

12. BellSouth established owriership of a family of
BELL marks by using and promoting the BELL mark together in
suéh a manner as to create imong purchasers an association of
commdn'dee‘rshi-p wi‘:h the h‘i_s’i:orical‘ BELL system and is
entitled to broadex protect:i‘.on,z Hgster Industries Inc. v.
Tupon.  Foods, Im_, 2 U.s.P.Q.24 1646 (’I“I‘AB 1‘9"8.'5'); _J;&_Q__,Sr_!_a_c_lg

cDenald’s Corn,, 932 F.2d 1460 (Fed. cir.

C. LIRKELIHOOD OF CONFUSTON _
' i3. The s:t‘r'e_r'ig;iﬁ of a craaerha"r‘k is essentially a
congideration of rdfstinetivénsss.” A etiond mark is very

d’i'SE.i_n'_ct';i‘Vé and widely protected ;‘A' B weak inai")ﬁ is not.

gity of Gecrgin Atk

Lalte, 756 F.22 1535

(11th Cir. 1985).

14. The factors ro be considered in determining

24
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whether a trademark is strong or weak include (a) the type of
mark, i.e., whether the mark s, in ascending order of
strength, descriptive, Suggestive, arbitrary or coired,

Safaei gx,agg;gﬁ. Inc., 675 F.2d at 1164); (b) cthe amount of use
of the term by others in the wsame product. and gpngraphjcal

area; and {c) conqumer rccognition of Lhe maxrk based on ‘its

use, the. affiounit of advarhlsxng and promotxon done under the

marxk,

i 711 F.2d at
956.‘35545 (ilth cir‘ xéas)'

15 An. arbltrary mark is a: "woxd in. common use bué
not. aoplled to a preoduct or service unrelated to its meaning,
so that the word neither dascribes not suggests the product or

-service..." Jellibeang, Inc. v SkaLlna clubf

of Geo;;*
Idc., 716 F.2d 833, 646 (xith Cir: 1983) . As the word BELL.
bas no relac;onshlp to telephone ~related goods and sérvices,
the BELL,marks are, thereforep arbitrary trademarks.

16. The astrength of thée BELL mérksvia fufthcf £ound
in their dblllty to, distlngulsh goods and scrv1ces on two

levels Flrst 'each BELL mark 1ndicated that the goeds and

servxcas'offered chereunder are provnﬁed by a ‘company’ Lhac’
shares in’ the heritaqe of the fermer "Bell Syscem" Second
when uued in conjunc;xon with a geographic modzfier, -8 BBLL :

ark such as BallSou'h 1ndicatea from whxch BELL company such

goeds or: servzces or;ginacer ' )
17.  The strength of the RELL marks is fur;he:ifound

in their longstanding use. BellSouth and its subsidiaries

25
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have made extensive use of the BELL marks for a significant
period of time. The BELL name was first used Ly the former
Southern Bell in 1879,

18. Since dives c;Lure, BellSouth hay deveIOpcd a
famlly of company names and marks by which it uses the. common
element of the ‘BELL tbgechér’wibh its geographic modifier.

15. The public long ago é#me to associate the ﬁark~:
BELL with the high qualit}A telecommunications goods and
services o-ri"g.inati'ng with the BELL System.

20 Bz tronics has introduced evxdence that therd are
‘several companxes whose pames begln with the lettezs FRELY or
“BELL" listed Ln‘an.elec;rqnxca,celpphong dixectory.

21. Thare is no evi&enéef;hat any of these companies,
other than the divested forme:. BELL System companies,
'manufacguré talephones pr. related products or provide
ﬁelephone services.

22, 1In v1ew of the fact tbat the BELL marks are each

aszc:axy Lrademarks, that BellSouth and 1ts subsidlarxes have

Vmada extenslve and exclusive use of the BELL marks-**

‘assoc1aticn with telephones and related gooﬂs and servxces

and have spent substantlal sumc in advert151ng ivs telepbone-
related aervices under these marks, the court £inds that the
-BELL mark is a stzong and famous trademark for telephones and

In v;ew thereof BellScuth has a .

scbpe» of protect on for its BELL marks. :Bgéﬁér

;nd g;rles Inc. Vv, Tupon roods, Ing., 2 U.S.p. Q 2d 1646 (ITAB

26
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1986) ; Q&i‘§ﬁigﬁniggg§ Corp. v, McDopald's Corm,, 932 F.2d
1460 (Fed. Cir. 1991;,

D. SIMILARITY BETWEEN THE BELL MARKS AND B.E.L.-TRONICS MARKS
23. In eva1Uat;ﬁg similarity‘o£~:he~marxs, the court
must eiamiﬁe the overall imbreséion created by the marks,
inciuding'the manner in which théy are displayed. E. Remy
Martin & Co., 756 F.2d at 1531.
24. Similarity of marksg "is determined by considering
the pvé?ali_;mpres§iou.c?egbed-by:éhe-ﬁarklgl~35A§ whole:.

"”;, 711'Fv2d at 975

(1_1rh Cu‘ 1‘§'8’3;)';. Ho&e”vé.;[t-,:.'A "it :Ls alsel approprlate .LnA
determlﬂlng the question of 1xkelihood of confusmon te give
greater weight to the ... dominant -part.s of a composite mark
for it is that which may rake the. greatest impression on the

ordlnary buyer o

) i _ .8ign of  the
Beefeater,. Inc., S72 F.2d 574, 577 (7th Cir. 1378). The

dominant portion of the‘EEL-Tranics mark is the word WBEp".
25. At the outset, ‘:Qlel"—'tvroni.cs';'"cb‘ntehded that the
comparison made ‘is nerely. between BELLSOUTH PRODUCTS and BEL-
TRONICS because “the: marks appear On the telephonea offered by
the ‘reapectmve' partzes. ‘ Bawever; -for purposes of the
_plalntiff's trademark inftingemant case, the court must also
conSLder the blmllaILtles between the mark ‘BELL -ag shown in
U.S. Trademark Regist atlon.Na 1 565 562 (FTX 36), sub)ect to
the cond1txons of use set forth therexn, and the BBL TRONICS

mark shoﬂn on cordless teleéphones, ‘Faller identification

27

1171072000 FRI 13:48 JTX/RX N0 36307 @03

T R S T

PR




-

\ 11710700 PRI 14:46 FAX 307 4 2110 BIPCO 1IP1 @(136{‘057

units, or telephone answering machines. ‘The RELL mark is

registered £for ctelephones and accesscories and telephone
answering machines. These are the very goods at issue in this
case. The 3SLL maxk createdlché;impression of a~beil as in
the. sournding of a bell.  ‘The BEL prefix in BEL-TRONICS
creates an ldentical sound ag che BELL prefix in BELLSOUTH.

The mark BELL i{s identical te Che~BEL preflx in sound and only

slightly Qiffers in spelling. The*e has been testimony in
this case. that the BEL- TRONICS may be confused _fb;. a.
contractxon of BELL ELECTRONICS When ‘BEL- TRONICS is placedv
on a: telephone or related product ,t-h._e pub.lic ;ls 11ke1_y to
believe that it is as;oc1a;ed orucondeuted with BellSouth or
some other BELL c’ompa-‘riy.. This associdtion is directly
‘resulting from che similarity of tHe. BEL-TRONICS and the
fedexally registered BELL: m.alrka.-‘l |

26. In view' of ‘the -é’ini-i‘iafi'ty, relatedness and
ideritity: of the goods and Serviceb of che parties hereto,
confusion. is - llkely between the ‘Bels tronlcs and. BellSouth'
warks for telephone and-telephoneérelacad-pfodubts.

27. Both the BellSouth and Bel tron1c9 offe:: and sell

telephones and caller 1dentificat; funzta Although the Bel-

tronics”’ cordless CELeph01e opexatae at @ differenL frequency

than the BellSouth: cordle celephones and the- price.
variations are conszderable,. tﬂh’izf _court  still  finds a

likelihood of confusion as to theiyxr sources.

28
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28. BellSouth and Bel-tronics enmploy the same

channaels of trade in selling and advertising their products.
E. PRIOR XNOWLEDGE BY BEL-TRONICS

-

29. BellSouth need: not ‘show an intént to con‘use in

order to prove its case for unfair compacltlon and trademark

infringement. i*LLQEEQ&L_InQ; 716 F.2d at 833, n. 23;

i+ 228 F.Supp. 238, aff’d,

352 F.24 516 (Sth Cir. 19¢6).

30. Alchough one does not have teo pxove bad falth in .

-order to preva11 iR an. actlon for trafemarx infringement of a-

-federally regxetered mark, a plaintxff must prove wmore tban
" the defendant’s mere xnowledge of plaLnC1fE’s prior similar
mark in order to ﬂatabllsh bad Ealth.

‘su it Fa, Bic

annill Kni 0., 833 ¥.2d 1560, 1565 (Fed ©ir. 1987).

In the instant case, Plaintiff ‘has shown that the de fendant
had priox knowledge of plazntx‘f 5 fedexally’ registered
trademark when it beg’-an uAsi-n_i_g : ‘the -BEL;TROﬁICS mark on
telephones and related ,prqdﬁﬁtéf«ib The. .court finds this
insufficient. to-EStablish'haé féithk The facts of this case
are- different from a "newcomer“ case where a newcomer enters
& market usxng a well establlshed mark of anocher already 1n'

that market Here,_Bel tronzqs dld not selecn a new mark

Bel- tronlcs has been sexllvg elecrronic producbs usmng cha

BEL- TRONICS marks for over twenty f;ve (25) years and as part
of a natural expansion of its product line, . sought to crauafur

the goodwill that it had bu;lc up in. the e]ectronxc autcmorxve

28

AD'72A
iRwv, 3iB2

11/30/72000 FRE 13:48  [TN/RX ND 86301 037

Bod7-037




11710700 FRI 14:47

AQ 72A
e, @it

FAX 307 1 2110 BIPCO  1P1 038,057

industry to the telecommunications industry.
31. In determining whether a defendant acted in bad
faith in adopting a mark that is so similar to the plaintiff’s

that it is llkely to cause confusnon, the court must determxne

whether the defendant 1ntended to benefmt from the plalnc;ff s,

reputau;on. The court finds thak Belrtronics did not intend

profit from BellSouth’s reputation in the telecommunicationﬁl

industry, but only sought to benefit from its own regutation

over ths past :wency—flve (25) yaars.

32. Based on the foregoing. the court findg that the

record doee not support a findlng ‘that Bel- -tronics acted ih‘

bad faith in deciding to wuse the BEL-TRONICS wark oi

‘téelephones or related products.

F. ACTUAL CONFUSION
33. BellSouth need not Shéw actual confusion in order

to prove its case for unfair competition. E.Remy Maxgi

Co., 956 F.2d at 1529-30. Even chough not. required, tﬁéfcourc
Elnds that the ev;denbe supports a. fznd*ng of actual confusion
in ths case. ' ‘

'3§q The ebldéhce'ofAéétﬁéi'ééhfuéidn inéludes: (1)
confused profe331onals, such as Ma¢colm Paton and Earl Sigser,

Ji . f}z): confused ouqcomers or retaller° of BellSouth

Producta telephone products in'mmsdﬂiectlng calls; KBJ the .
mzs advertisements by Hi- -Fi Buys and ochers, 1nc1ud1ng the o

reference to "Put a BEL in .yqur pOCkec" (4) -contused..

reépondentS'to a survey conducted By Roper Starch indicating

30
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that 22% of the respondesnts wrongly believed that Bel»troniés'

cordless telephones were associated, affiliated or connected

with a celephone company and 75% of those who thought so
because of its name. Although Bel -tronics introduced the oral
testimony of Mr. Alvin Osgip, who testified that the BellSouth
éurvey had "major flaws" which biased the resulrs againsr Bel -
tronics, in light of the other noted actual confu;ioh, the
court finds that the evidence, including the BellSouth survey
eotablished a;tﬁal confusion.
G. DILUTTON. |

35, The”GlegiaiAntiédilutién Statue prdﬁiﬁits ﬁsé of
another mark that will lessen the unigueness of the priox
USe;‘s'mark. 0.C.G.A. §10-1-451(b); Amggi;;Corb._v.‘Doméggfg
pizza, Ing., 615 F.2d 252, 265 (5th Cir. 1580), gggg;.gégigg,
449 U.S; 899 (1980). A diiution plaintiff need not ath that
the parcies are competitors, nor must the plainciff show any
evidence of actual confusion. BQQQLQL~¢DE‘ Poo) Sypoply

filders, 21 U.$.P.Q.2d4 1743, 1754 (N.D. Ga. 1991).

36. Dilution requireé.édme»prggﬁuthat:use.tha; the
use of a3 trademark (by another) aecreaseafthg plgiﬁgigfﬁs
'commer01al value. 1f -the éléintiff ﬁdlas~ a distihetive

tradnmark, it ia enough'»that the defendant has made;~

-sxgnlﬁicant uSe of a wvery 51mllar mark.

Loan__am._ 678 F. 2d at'xoss (llth cir 1982) .

37. The court, having’ founid’ actual conﬁusion, finds

that Bel-tronics’ upe of the maxk BEL-TRONICS in connection

31
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with the telephone:r and related produvccs is likely, +iF
continued, te dilute the BELL mark by lessening the uniqueness
and distinctiveness of the rrademark BELL and the other BELL
marks owned and used by BellSouth. ©.C.G.A. §10-1:451(b). If
Belst:onibs ie permitted to use thé:phopecic equivéienu'"BEL"
in association with telephones and related products, the value
of the BELL marks will be eroded.
H. VIOLATION '‘OF GEORGIA DECEPTIVE TRADS PRACTICES ACT

_39 The Georgia Deceptzve Irade Pzactxoes Act def;nes
certain trade pracrlces e decept;Ve and chus subaect to
1n3unction, 0.C.G.A. § 10-1=< 370, :Among thosa deceptive and
prohibited trade practices are passing off goods and services
as these of another, O.C.G.A. 510;1—372(al(1); éausing
likel'*hood of confualon or of misunderstanding as to the
source. gsponsorship, approval or certification of goods or
services, OCGA § 10-1-372(a)(2)}; causing likelihood of
confusion or of mxsunderstandAng as to the affi‘iaﬁi&n,
connectlon or asaoc1qt;on w;:h or certiflcatlon .of .another,
”o,c;G;A. § 10-1-372(a)(3); represen;ing that goodSnor.serv;ceG
have . sponsotehxp, éppfdval~ charaécérisﬁibs, ;ihgrediénts,
.déé§g benufits or gqualities EhAE . they do not have or that a
vperson has sponsorship, approval scatus,vafflliatiou-or

connection that he. does th have,»g -G A § 10 =1~ 372(a)(5>.

.and enqaqing' An. oLhcr ccnducc whxch similarly creanee E
likelihood ef confusion or of misundcrstanding ,O-C‘Gﬂﬁ- §

10-1-372(a) (12) .

ﬁg] 2&}0"7\
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40, In order to prevail under the Uniforw Decaptive
Trade Practices Act, BellSouth need not prove compatition
berween the parties or actual confusion or misunderstanding.
9.c.GA. § 10-1-373(b). The Act further provides that
injunctive r'e»iigf. is available wifl:'hou‘t' proof of monetary
damage, loss of profits or irntent fo deceive, 0.¢.G.A. § 10-
1-3724a). The réquiremehts-fér injunctivE réiiﬁf.unaer the
dnifa¢m=ve¢ep&i§e Trade Practices Act arc less stringent than
under any of the other sections dealing with protection. of
Erade name and trademarks.. The plaintiff néeaggroveanéighér
acrual C‘c':"n-fu"s”'idn or direct cofhp"et:i"tioh in dréér to Ee granted
an injunction, but only must show that the defendant’s use of
& riame causes confu51on to. others using reasonable care. _I__é_

43 Hav:.ng already found actual confus:.o-z in this

‘case, the court £inds that Bel-tronics’ use of the mark BEL-

TRONICS. in ¢onnection with telephones and related products is

a viclation of the Georgia Deceptive Trade Practices Act,

0.C.G.A. § 10-1-370 et seq.. A likelilood of confusion has

alsc been shown, as set forth hereinabove.

H. nxnznr

42. Weighmg all of. che forgolng,‘ the -court finds
that “a. celephone or related product bea.ring the mark BBL
TRONICS is likely t-.o be conf.used aB a producc of a ccmpany
tkhat share a,nz_;;h_é-.heritage' ,a; the f-ormer AHell Syst-em-‘"; As

such., there exists & 1ikeliliood of confusion Betw’e’én HEL-

33
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TRONICS and BellSouth, as one of the former “Bell System"

companies. Bel-tronics’ adeptioh and use of the mark BEL-
TRONICS in comnaction wicth telaphones and related products
thus constitutes acts of‘uﬁféir:cdmpehicion and trademark
infringement in violation of 1§ v S c §112;(a)

43. The couzt finds that in light of the foregoing,
BellSouth has no ‘adequate remedy at law and is, therefors,
entitled to injunctive rel’ef precluding furrther use of the
i mark "BEL—TRONICS* or any other marka ©r .names confusingly
F slmllar to any: BE4L wark owned by 3

44, More specif;cally, for che partias' guldance, the
court- finds that chg_aefgndan; is;gnJo;ﬁgd_frbm use of the
marks BEL, BEL in the ellipse, 'apd'iBEL-TRON-'ICS as a trademark
on its neléphanesr 'telép§¢ne _édﬁipment and caller
identifiéa’.tion units or in conheé.'tion with any advertisement
c¢f the same. ‘

45-. Ar FCC aﬁdwUL~regulétiors for Manufacturers-of

helephone equzpment requxre that the. manufactu*er of cthe

~equ1pmen» be 1denc;fied o the'equlpment CFR § €8:300 and UL
.65:2, Defendant-xs:permittedzto~u&g itS'chpprace name BEL -
TRONICS LIMI»TB‘D, in' cénﬁéécﬁiéﬁ' with telephones, telephione

qulpmenn and callex 1dent1£icac10n uuits ox . in. Connectlcn'

‘with anv advertlsemant of the same."»o aVo;d.the poaalblllty

of.. coﬂfusxon wich the_plalnti 1the def&ndant must 1nclude,

ad)acent to zhe co*po*ate nama, a disclaimer in the folléwing

form: "NOT AFFILIATED WITH ANY FORMER BE hYSThM ENTITY"

34
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whenever the corporate identity BEL-TRONICS LIMITED is used in
connection with telephones, telephofie equipment and caller
identification units or in connection with any advertisement

of the same

46. The Defendants will be given a period of 90 days
to sell off its existing inventory Qf telephones and callér
identification unite bearing thé BEL-TRONICS mark in forms
prohibited by this injunction.

47. A llmited xnjunction 15 proper in thxs case for.

the Bel-tronics Has bsen in busxness for twenty-nive years and

should be able to trade off ‘its reputation and good will in
the automotive electronics’ industry. Additionally, the court
finds ;hat the disclaimer will -avoid the potential £for
confusion in the future. .

I. DAMAGES

48. When a violation of any right of a trademark

cuner has been establisheé, the Lantham Act provides. for

damages for such infringément whichk may include {1)
defendants’ profits; (2) any damages eusvained by the

plaintiff: and (3) the cost of ‘the .actien. 15 U.S.C.i-§

1117(a); Ramada Inns, Inc. V. Ga sden’ Motel Co., ‘604 F.2d
1562, 1564 (11th - CLF. 1986).

49. Although ‘the Eleventh Circuit does ncc requ;re a

higher. showing of culpabi livy. or bad Ealth or- matlce in crﬁar S

for the plaintiff to recover profits, Buzqer}K;nm Corn

Mason, 655 £.2d 779, 78L (lith cir. 1988); Gold Kisk, 708

35
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F.Supp. at 1304, the court must look at the totality of the
circumstances in order to make detarmination to award profics.
The Elevanth Circuit requires that all monetary awards be made
subject to the principles of’_e.é_n'x'%-éy ard no hard and fast m;xlé'gs
dictate the form or L;u,ant'u.m..o'f 7eli¢f that should be awarded

in this case. - Masen, 855 F.2d at 783

(11th Cir. 1988). Section 35 of .the Lanham Act, 15 U.3.C. §

1117, "confers upon the district court a wide scope of:

discretion to determine theproper rélief Que - an, in)ured ‘

party.” Id. at 7e1.

50. BellSouth seeks ',ci'a(;mag.e_s 'ba,se'& upen the Bel-
cronicas’ grosa sales of infrihéing merchandise. Having herein
found that there exists no evidence of bad faith in the.
deferidants’ adopting the txademark BEL:TRONICS, the Sourt
finds that the award of t.he defendant’s profits in this case
is not justified.

s2. BellSouth also -i‘e«_ﬁ';x_‘i:e'sts atcorieys’ fees in this

case. Under 15 U.S. .C. 5-1117-.' in»exr:‘iep‘t_ionél' cases, vhis ’ccgui:.t;-_

may award reasonable antomeys' fees 'éé:)"&ha.'ﬁrevalg.i.iﬁg party.
The standard for the definltion of "excepcu;nal" ‘is "é’efi-néd:«'a's
"mali‘cious, f‘rfaudulent : deliberate and w:L] 1ful behav »

Gold l(isr.,-. Tn(...-v Co_nao;;a. Inc.;,

court, hav;ng £c\md that although Bel tz‘onlcs was nwara of "a - -

potential problem ufsmg ;\.t.s corporate 1denLity on relephones,,

and related produdétd, it simply dLaixed to Lrar.sfer Eha

goodwill that it had puilt in the automotive-redlated p.tcducts
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industry tor over a period of twenty-five (25) years, finds

vhat attorneys’ fees are not warranted in this case. The
court finds that the defendants’ good faith attempt vo use its
own name and capitalize of the goecdwill that it ‘had xde‘vgl-c}pféd
in other markéts was reasonable and not far t.t;'e purpose of.
leeching o6ff of the hériltage» of- the family of .Bellg..
Accordingly., BellSéuth is not enc‘iti§d to recovex enhanced
damages or attorney’'s fees in this case. '

53. Any conclusions of - law .whi¢h are. properly

£inididgs of fact are heréby adopted as suchi -
CONCLUSTON

Plaintiff’s request for 'ix_\junct:ive-:él_iéf “is hereby
GRANTED, subjecr to the »liﬁti’t'a't”ifégs' and conditions hergin -

stated. Plaintiff’s request for defendants’ profits, enhanced

damages and attorneys’ fees are Hereby DENIED..

SO ORDERED this A%/ day of September, 1994,

el

37

1i/10/2000 FR) 13:48. DEX/RX MO 8830) @oas

Bo.l5:057




EXHIBIT 10




900T/11/1 _EE.xovc_\mm22_3\5&8:8\58.550&_B.BBB\\”%E
« Saynully

SIINUIW 0SET S3INUIW 006 SIINUIW 0SY 1901104 AlYIUOK

[

a —— ?did AlYuon
66°69% Se moj se 66°6b% se mo| se 66°67$ S mo| se
66'6L% 66'6S$ 66°6E$
« IDAOOY/M « J2A0[|0Y/M « daA0jj08/M P eg o Buses
0SET uoneN 006 uoneN 0S¢ uoneN e DmC_U X
gdeinbup gieinbuid glemnbu _ IO
m S3LNNINW 1SON | SALNNIW AUONW _ S3ALNNINW

“. suejd eipaW «
U oW &L . B sueid AeLAIwed «
SSIDMSUY YIN0s|ag w8 -3
"3DIAIIS @SSIIUIM o
JeInBuI) YUM 3|pUNg SIaMSUY YINos|1ag
JnoA uo yjuow 1ad g1$ 03 dn sAeS

« Sl uiesi dn pue
66°'6c$ ueid Atewnd e aseyound

noA uaym pied YO gesIA 054 ®
aenbui)

Sy aiod It g
PUDO 15 $OSIA 055 © 196 puD ppe NoA udym gSIsmsly Inos|jog
#5580 JOINBUID JepJo yim yjuow yoea sbuiaes p1$ 03dn =

:Aolua 1,noA
snid *4ap40 noA uaym auoyd jeasb
e+ B PUER ‘sanuiiy gi1dA0|j0Y ‘Buljed

« ealy abeIdA0D MBIIA | 311qOW 03 dlIqOW PAWIjun 339

H

« sabexyded ,RIPAW JeInbuid maia

e ecu:0m=mm EO.Cemmﬁm&\S LE:mSU .

< SANGHY ~_SSINisnu 3o8vi ~_ssinisna vws n  TY1LN3AISIY

WRIGER: @ _a T 313y elad YDieds J2ud

sn 1983U0) | s19a187 | Bjesajoym | joueds3 u3 | spaaN jerdads | uWOD STOVAMOTI3A

ZJo1a8eg




900Z/11/1 [UIY X3PUL/SSI[RIIM/IOUINSUOd/WI0d INOS[[3q Mmm//:dNY

‘pansasay subly Iy "dioD LINos|ieg 900Z-S66T UBWAdOD

( ¢« dI0W wied <« 910w ulea]

S3INUIW gJBA0||0Y dJeYS Saull iV @ .mmmxuma

douelsip 6uo| Jo bujweo. Aed 19A9U NOA @ eIpaW Je|nbul) e yjm alow

53U|| ||e 10 SIINUIW PUIXBIM 8 YBIN paawun e pue ‘sauolbult peojumop ‘qam

‘Yyuow J4ad 66°6$ Isnf 104 auj| e ppy '2o1ud mo| Buo ayy Jns ‘sojoyd aleys ‘sabessaw

10j siaquuiawl Ajlwes Yyiim sanuiw 0o’ 03 dn aleys puas :yynosjjog wolij} MmaN
m._m;o:om\; sue|d jjeiAjiwey uoneN s..m_zm:_UW\ @mwmav_umu eipan 4enbuid U\

supj|d JDINbUID JaY)O <<

JUIULIWILIO)
1B9A-Z Y3M pied Y19 JUBWIILILLIOD )
@BSIN 054 PUR 66'62% © "oy JUBWWILIOD 1l 189A-Z YIM PIBD WID s
auoyd 182A-Z YIIM PIRD YID o @BSIA 06$ 19ye 3314 o
eswed/ouoyd did e @BSIA 0G$ joye aalj o m auoyd di4 e
00022 91 0T09 eDION L6X Bunswes

ﬂ sauoyd sSajoJIM U\

ﬁ SILANIW LSOW | SILANIW THOW | SALOANIN |

<¢ BI0W uJest

dn pue 66'6€$ sued Atewid uo pied YO ®BSIA 0s$ s49440 _m_uwnm

‘340U pue ‘JBUISIUT Iy HNns ‘SOJ0Yd dieys ‘Ixd) puds ued noA

pue ‘abexded elpaw Jejnbuld e ppy ‘auoyd ssaa.im JNoA Yuim Yje) ueyy alow og « sabexoed eIpaW

pajwijun pajwjun panwiun « 91O 0} 2|1G0

pajiwiun pajywiiun 000°S « SPU3IIM B SIYBIN

‘ m cS w uwmm @ssa[alip Tepndur) | @yinogiag




91168695

w%sc SHYMATTA
KE SHYM425* 9923352010 BO4 14 C1/30/06
FORWARD TIME EXP RTN TO SEND

SHYMATTA
4245 YELLOWSTCNWNE AVE APT A3

CHUBBUCK ID 83202-2434

RETURN TO SENDER
bl Wil




